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MaatscuHapiuy tot Expiorratie VaN RapEMAKER’s KONINKLIJKE 
Cacao & CHOCOLADEFABRIEKEN V. Meyer L. Kostorr, 
ET AL. 


United States Circuit Court of Appeals, Second Circuit 
August 25, 1930 


Trape-Marxs anp Unrar Competition—‘RapemaAker’s Hopses”—Seconp- 

ARY MEANING. 

The adoption and use by plaintiff and its predecessors in Holland 
and the subsequent widespread and long-continued sale in the United 
States of a confection bearing the trade-mark “Rademaker’s Hopjes,” 
held to have given said words a secondary meaning indicating exclu- 
sively appellant’s products. 

Unrarr Competition—Use or Same SurNaME—Form or INJUNCTION. 

Appellee, a competitor of appellant in the manufacture of a con- 
fection known as “Rademaker’s Hopjes,” having begun use of the 
mark subsequent to that of appellant, was required to clearly dis- 
tinguish his goods from the latter’s by changes in the color of the 
labels, and by substituting the phrase “Formerly connected with the 
original Rademaker,” for the words “None genuine without this sig- 
nature.” 


Action for unfair competition. On appeal from a decision of 
the United States District Court, Southern District of New York, 
dismissing the complaint. Reversed. 


Mock §& Blum (Asher Blum, of counsel), all of New York 
City, for appellant. 

William Wallace White (Archibald Coz, of counsel), both of 
New York City, for appellee. 


Before L. Hann, Cuase and Mack, Circuit Judges. 


Mack, C. J.: We adopt in substance statement of facts made 
by the learned district judge as follows: 


Plaintiff, a Dutch corporation, brought this suit against defendants, 
who are selling agents in this country of another Dutch concern which 
manufactures in Holland a confection known as “Frank Rademaker’s 
Hopjes,” in competition with a similar product made by plaintiff under 
the name of “Rademaker’s Hopjes.” 

The complaint sets up two causes of action; one based upon an 
alleged infringement of a trade-mark registration of “Rademaker’s 
Hopjes,” with specified markings, and the other upon the ground of 
unfair competition. . . . 

On November 14, 1782, the city of Brussels was occupied by French 
troops, and Hendrik Baron Hop, the Dutch Ambassador, was ordered 
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to The Hague, where he took quarters in the home of a confectioner and 
pastry baker by the name of Theodorus Van Haaren. According to 
traditions, the latter, in an effort to please his distinguished guest, manu- 
factured a hard candy, cut into squares or cubes, made from coffee, sugar 
and fresh cream. The confection so met the fancy of the ambassador 
that he purchased it in considerable quantities for distribution among 
his friends. So generously and generally did he perform that considerate 
function that the confection was associated with the name of the ambas- 
sador, and came to be known as “Hopjes,” which signified “little hops.” 

Van Haaren had a daughter who, in 1802, married Pieter Nieuwerkerk, 
and when the originator of the confection was gathered unto his fathers, 
the business he had established was continued by his son-in-law. In the 
century and more that has passed, the Nieuwerkerk family has carried 
on the manufacture of hopjes, and its product is now on sale in this city 
(New York). Meanwhile, other manufacturers, attracted by the busi- 
ness, engaged in making hopjes and sold the candy over the counters of 
their shops. 

As the years went on, a Hollander named Johannes Petrus Rade- 
maker took up the business of a confectioner. His elder son, Franciscus 
Joseph Maria Rademaker (herein known as Frank Rademaker), became 
a manager for his father at Scheveningen, Holland. A few years later, 
a younger son, William Joseph Rademaker, who is now the managing 
director of the plaintiff, became associated in the business and over the 
period from 1894 to 1899 he acted as superintendent of his father’s fac- 
tory at Cologne, Germany. Notwithstanding, this portion of the father’s 
business was never transferred to the plaintiff, but remained the property 
of the founder of the house. 

In 1896, or thereabouts, the Rademaker concern began to make hopjes 
on a small scale, and in increasing measure have continued to do so. 
Three years later the business of Johannes Petrus Rademaker, at 
Scheveningen, was transferred to the plaintiff, and the two sons, Frank 
and William, became its co-managers. Shortly thereafter, Frank went 
to England, where he formed and afterwards liquidated a chocolate busi- 
ness. When he had done so, probably about 1904, he failed to reassociate 
himself with his brother, but established and conducted his own business 
at Rotterdam, in which he made and sold hopjes. . . . 

On January 8, 1910, plaintiff filed applications for and was granted 
registration of certain trade-marks under “the ten-year clause” of the 
registration statute. The marks are described as follows: 

No. 82,802, “Rademaker’s Hopjes.” 

No. 89,860, the display of “S. Rademaker Hopjes,” in light letters 
(either yellow or white) against a comparatively dark (either black or 
gold) disk on the labels with which each piece of plaintiff’s products is 
wrapped. 

No. 85,756, the registration of a label reading “Haagasche Hopjes” 
on which the mark described in No. 89,860 is displayed. 

About eight or nine years ago Frank Rademaker began to make 
shipments of hopjes of his manufacture to the United States. In the 
year 1923 they came to the attention of the defendants who were engaged 
in the fruit and candy business, and who had previously handled a negli- 
gible quantity of another brand of the candy. 

In 1924 the Kosloff firm acquired the American agency for Frank 
Rademaker’s goods. It began to push the business among the smaller 
candy stores and distributing centers of New York City, while the plain- 
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tiffs product was handled by the more exclusive stores. Plaintiff’s dis- 
tributors began to feel the effects of the competition as early as 1923, 
and in that year plaintiffs agents filed the above-mentioned registration 
with the custom’s authorities, and under the provisions of Section 526 of 
the Act of September 21, 1922, succeeded in stopping temporarily an 
importation of about 4,000 pounds of Frank Rademaker’s hopjes. The 
shipment was finally released, and the goods were distributed. In 1925, 
Frank Rademaker petitioned for the cancellation of plaintiff’s American 
trade-mark registration, and the Examiner sustained the petition. 

Plaintiff, over the years from 1911 to 1927, has built up an American 
consumption running from 5,000 pounds in 1911 to 175,000 pounds in 
1927. At the present time defendants are handling about 40,000 pounds 
of the Frank Rademaker brand per annum. In this regard it may also 
be remarked that in 1921 or 1922, when plaintiff says it began to feel the 
competition offered by defendants, its American business in the confec- 
tion was about 40,000 pounds. 


In the years since Frank Rademaker’s goods came on the market, 
plaintiffs sales have increased more than four times over, while that of 


defendants in the same period increased from a negligible quantity to 
40,000 pounds per annum. 


After successive appeals, the United States Court of Customs 
and Patent Appeals, since the submission of the case before us, 
has reversed the lower tribunals and has held the trade-marks 
good under the ten-year provision of the Trade-Mark Act of Feb- 
ruary 20, 1905, as having been used on “hopjes” candy during 
the ten years immediately preceding February 20, 1905. This 
decision necessarily involves a finding by that court that appel- 
lant’s predecessor had sold the goods under the mark “Rade- 
maker’s Hopjes” since prior to 1895. 

While in view of the conclusion reached by us as to unfair 
competition, it may not be absolutely essential to determine the 
question of trade-mark, on the conflicting evidence before us, and 
in the light of that decision we concur in the conclusions therein 
reached. Irrespective, however, of the validity of the trade-mark, 
we concur in the holding of the trial judge that even if the claim, 
asserted by the registration, of a ten-year use of the mark prior to 
1905, means such use in this country, and if such claim were false, 
so that plaintiff would be unable to assert rights under the trade- 
mark, it would not thereby be prevented from obtaining relief 
against unfair competition in the sale of its goods; wrong doing 
directly connected with the right sought to be vindicated may on 


the doctrine of “unclean hands” deprive one of a remedy against 
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piratical attacks on that property right; it does not outlaw the 
wrongdoer and leave him without protection in the vindication of 
other, though closely connected, rights (Straus v. Notaseme Co., 
240 U. S. 179). 

Clearly plaintiff had and has no exclusive right to the Dutch 
word “hopjes.” It has not used that word alone to indicate the 
origin of a species of candy; it has always coupled it with “Rade- 
maker.” 

We need not, therefore, determine whether or not one who 
first introduces into this country a foreign product under its foreign 
name, well known abroad and to some extent in the United States, 
may by user acquire any exclusive rights therein. Plaintiff, itself, 
from the beginning, used the word, as it had been used in Holland, 
not to designate its product but to describe a well-known product 
which it, among others, made: ‘‘Hopjes” alone never, in fact, 
acquired a secondary meaning as designating plaintiff's candy. 
Whether the average purchaser knows or cares whether he gets 
plaintiff's or defendant’s goods is not material; if, as we hold, 
“Rademaker’s Hopjes’” has come to mean hopjes not made by 
anyone of that name, or of the same family, but by the one who 
originally in this country established the trade therein, or his suc- 
cessor, it is in the public, as well as in plaintiff's, interest, that 
others of the name fairly differentiate their product. 

On this record, however, in view of its continuous and com- 
paratively large sales prior to the beginning of defendant’s im- 
portations, plaintiff has established its right in the secondary mean- 
ing of “Rademaker’s Hopjes” as meaning its hopjes, and is entitled 
to protection of the good-will resulting therefrom. 

Frank Rademaker, on the other hand, has the right to the 
use of his own name in connection with the sale of his products; 
defendants as his agents and/or dealers, assert the same rights. 
In substance, therefore, we have the common problem of a right in 
two persons to use the family name and the duty of the second so 
to exercise his right as not unfairly to compete with the first. Be- 
cause of the secondary meaning, Frank Rademaker cannot call his 
hopjes merely “Rademaker’s Hopjes’’; he can, however, call them 
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‘Frank Rademaker’s Hopjes,” provided that in so doing he makes 
it clear that they are his own and not plaintiff's product. Except 
as to the labels on the paper packages, enjoined by the decree 
and not in question, because defendant has not appealed, the dis- 
trict judge deemed the color and marking distinctions of the wrap- 
pers on the individual pieces of candy and the labels on the boxes 
sufficient to avoid unfair competition. 

Over 95 percent of plaintiff's and nearly all of defendants’ 
goods are sold in bulk and not in packages. The markings of the 
individual wrappers present the important problem in this case. 

In our judgment the use of a red instead of a black shield, 
with other small distinctions, fails to prevent confusion and unfair 
competition, in view of the name “hopjes” in yellow on both and 
the name “Frank Rademaker’” in yellow on black as against 
“S. Rademaker” in black on yellow; this liability to confusion is 
but emphasized by adding “None genuine without this signature.” 
To plaintiff's “None genuine without this registered trade-mark,” 
defendants have added “and signature.” Literally interpreted, 
defendants’ “none genuine” may well mean that no other hopjes 
are the Frank Rademaker’s product. To the average purchaser, 
however, they are much more likely to indicate, in our judgment, 
that Frank’s are the only genuine and, therefore, the original and 
more or less well-known Rademaker hopjes. 

Improper confusion may be avoided, following the color 
scheme of the shield and its appendages, by a change of the 
signature from black on yellow to white on red with a correspond- 
ing change in the words of the notice thereof by substituting “This 


trade-mark is registered’ for “None genuine without this regis- 
tered trade-mark and signature” and substituting “Formerly con- 
nected with the original Rademaker” for “None genuine without 
this signature.” 


The labels on the tins are not as likely to create confusion. 
But for the reasons heretofore stated, fair competition requires 
defendants to omit the phrase “Sole genuine.” 

The decree will be reversed and the cause remanded with 
direction to enter a decree in accordance with the views herein 
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expressed. The district court may, however, suspend the enforce- 
ment of such decree for such time as it may deem reasonable to 
enable defendants and their vendors to effectuate the necessary 
changes in the labels and wrappers. 


Cuase, J., dissents without opinion. 


Stix, Barr & Futter Company v. ALtFrep J. Sweet CoMPANY 
United States Circuit Court of Appeals, Eighth Circuit, Missouri 
April 6, 1931 


Trave-Marxks—Unram Competition—“Ye Otpe Tyme Comrorr’ ann “Att 

Time Comrorr” ror SHors—ConFiictinc Marks. 

Appellant, a retail department store, sold for a time shoes made 
by appellee bearing the trade-mark “Ye Olde Tyme Comfort,” but 
later substituted therefor shoes made by another manufacturer, on 
which it stamped the words “All Time Comfort.” Appellant held 
guilty of unfair competition, and the decree of the lower court grant- 
ing injunction was affirmed. 


In equity. Appeal from the United States District Court, 


Eastern District of Missouri, in an unfair competition case. From 
a decision granting injunction, defendant appeals. Affirmed. 


Ralph Kalish, of St. Louis, Mo., for appellant. 
Marston Allen (Allen § Allen and Hugh K. Wagner on the 
brief), all of St. Louis, Mo., for appellee. 


Before Stone and Boortn, Circuit Judges, and Dewey, Dis- 
trict Judge. 


Stone, C. J.: This is an action for infringement of a trade- 
mark on shoes and for unfair competition. From a decision favor- 
ing complainant, the defendant brings this appeal. 

We place our decision upon unfair competition and notice the 
matter of trade-mark only so far as it sheds light upon the other 
issue. The registered trade-mark here involved was “Ye Olde 
Tyme” in a particular arrangement of old English type and was 
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applicable to leather boots and shoes. The registration was made 
January 9, 1912. The evidence shows that there is a class of 
shoes manufactured for women which is known in the trade as 
“Comfort” shoes. In connection with this class of shoe, appellee 
has, for many years, used this trade-mark in combination with the 
word “comfort” and has long designated that class of its products 
as “Ye Olde Tyme Comfort” shoes. Under this arrangement and 
designation, that class of its shoes has become known to the retail 
trade and customers and has been extensively advertised for some 
time. 

For some time appellant, which is a retail department store, 
had handled these shoes of the appellee in its shoe department and 
sold them to the public under the above designation. In the course 
of its business, appellant ceased purchasing these shoes from ap- 


pellee, replacing them with another “comfort’’ shoe made for it 


by another manufacturer and upon which it stamped the name 
“All Time Comfort” and which were designated by that name. 


These shoes were to meet the same character of custom and were 
sold in the same place where it had shortly ceased selling the 
shoes of appellee. 

The evidence seems to show that appellant adopted its mark 
or trade-name on an occasion and under circumstances when con- 
fusion would likely arise and, also, that the choice of such a brand 
was, in part, to satisfy an existing demand for shoes of the appellee 
formerly sold there by appellant. It seems clear that customers, 
who had formerly bought appellee’s shoes from appellant, would 
naturally and could easily be misled into thinking that they were 
buying the same kind of shoes made by appellee which they had 
formerly bought. It is hardly to be supposed that customers 
buying this sort of article would be very much impressed by the 
particular form or arrangement of type in the expression “Ye Olde 
Tyme,” or any spelling or any designation or mark on the shoes 
themselves. Shoes would be called for by the name “Ye Olde 
Tyme” or “Olde Tyme,” and “All Time Comfort” is easily con- 
fusible in sound with “Ye Olde Tyme Comfort.” The probable 
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result under the circumstances here leads strongly to the conclusion 
that appellant adopted these particular words in its new name for 
the purpose of holding the trade it had established on the former 
brand. At any rate, the result, intentional or unintentional, is the 
same. 

Instances of similar sounding trade-names which have been 
deemed unfair competition are “Ceresota” and “Certosa” (North- 
western C. Mill Co. v. Callam, 177 Fed. 786); “Mellwood” and 
“Millwood” (Mellwood Dist. Co. v. Harper, 167 Fed. 389) ; “Sapo- 
lio” and “Sopono” (Enoch Morgan Sons Co. v. Ward, 152 Fed. 
690, C. C. A. 7); “Home Brand” and “Home Comfort’ (Griggs 
v. Erie Preser. Co., 181 Fed. 359) ; ““Junket Capsules” and “Junket 
Tablets” (Hansen v. Siegel Cooper Co., 106 Fed. 691); “Iwanta” 
and “Uneeda” (Nat. Biscuit Co. v. Baker, 95 Fed. 135); “Clark’s 
N-E-W” and “Clark’s O. N. T.” (Clark Thread Co. v. Armitage, 
74 Fed. 9386, C. C. A. 2); “Improved Fig Syrup” and “Syrup of 
Figs” (Improved Fig Syrup Co. v. Calif. Fig Syrup Co., 54 Fed. 
175, C. C. A. 9); “Noxie” and “Moxie” (Mozie Nerve Food Co. 
v. Beach, 33 Fed. 248); “Cellonite” and “Cellonite and Celluloid” 
(Celluloid Mfg. Co. v. Cellonite Mfg. Co., 32 Fed. 94) ; “Hostetter” 
and “Smith and Holstetter and Smyte” (Hostetter v. Vowinkle, 
Fed. Cas. No. 6, 714); “Crown Malt” and ‘“Cremalt’” (Geo. G. 
For Co. v. Glynn, 191 Mass. 344, 78 N. E. 89); “Rexal’” and 
“Rex” (Regis v. Jaynes, 185 Mass. 458, 70 N. E. 480); “The 
Vulcan” and “The Vulture” (Vulcan v. Myers, 139 N. Y. 364, 
34 N. E. 904); “Excellent” and “Excelsior” (Volger v. Force, 63 
N. Y. App. Div. 122, 71 N. Y. Suppl. 209); “The Grocer” and 
“The American Grocer” (Am. Grocer Pub. Ass’n v. Grocer Pub. 
Co., 25 Hun. 398); “Old Crow” and “White Crow” (Gaines v. 
Leslie, 25 Misc. (N. Y.) 20, 54 N. Y. Suppl. 421). In the present 
case there is as great similarity of names as in the above cases. 

The decree should-be and is affirmed. 





BLACK DIAMOND CO. V. ROCHESTER CO., INC. 231 


Brack Dramonp Risspon & Carson Co. v. Rocuester Risson & 
Carson Co., Inc. 


New York Supreme Court, Monroe County 


April, 1931 


Trape-Marxs—Unrair Competition—“Buiack Diamonn”—Lacues. 

Where manufacturers of carbon paper used the same trade- 
name, “Black Diamond,” without knowledge of each other, in a later 
action of the one to enjoin the other from use of a registered trade- 
mark, held that failure of the plaintiff to prosecute its business and 
keep its trade-name before the public estopped it from claim to an 
exclusive right to the name, as against others who had in good faith 
brought their wares before the buying public under the same trade- 
mark. 

In equity. Action for unfair competition in use of trade- 


name. Judgment for defendant. 


Sutherland & Dwyer (Andrew R. Sutherland of counsel), all 
of Rochester, N. Y., for plaintiff. 
Frank H. Keiper, of Rochester, N. Y., for defendant. 


Sawyer, O. R.: This is an action to enjoin the Rochester 
Ribbon & Carbon Co., Inc., from further use of its trade-mark 
“Black Diamond” and for an accounting to plaintiff for the profits 
defendant has made since October, 1928, out of carbon paper 
and typewriter ribbon marketed by it under that name. 

Plaintiff was organized a domestic corporation in the year 1911 
for the manufacture and sale of carbon papers and typewriter 
ribbons. It has dealt mostly with the retail trade, the bulk of its 
output of both paper and ribbons being sold under the trade-name 
of “Black Diamond.” 

It succeeded in business one Robert H. Vincent, who, from 
about 1905 or 1906, had conducted the business under the assumed 
name of the “Black Diamond Ribbon and Carbon Co.,” and had used 
the same trade-name for his products. Mr. Vincent continued as a 
stockholder and active officer of the corporation until 1914 or 
shortly thereafter, when he acquired practically all the stock of 
the corporation and moved its place of business from the city of 
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Rochester, where it had theretofore been conducted, to his home 
in the village of Pittsford. Since then he has been its sole owner, 
manager and operator, although a few qualifying shares of its 
capital stock stand in the names of his wife and daughter. 

Defendant is also a domestic corporation, organized in Octo- 
ber, 1928, with its principal business office in the city of Rochester, 
where it carries on the same business as plaintiff, but dealing with 
the wholesale and jobbing trade instead of retailers. 

It has adopted, for certain of its high-grade carbon papers, 
the same name, “Black Diamond,” and procured same to be regis- 
tered in the United States Patent Office as a trade-mark in its 
favor, and has used same continuously since its incorporation. 

It manufactures and markets various grades and types of 
carbon papers and has acquired a large, growing and seemingly 
profitable trade. Its brand of carbon papers, known as “Black 
Diamond,” has been extensively advertised and while the present 


output is small as compared with its entire sales, its intention of 
making that its principal distinctive brand may be gathered from 


its omission to adopt a similar advertising campaign for its other 
brands. 

Until shortly before the action was begun, defendant had never 
heard of plaintiff or known that the name “Black Diamond,” in 
connection with carbon papers and typewriter ribbons, was being 
used by it. When the trade-mark was registered, search in the 
Patent Office failed to reveal that the right to use the name had 
been previously claimed. The nearest approach to it was a regis- 
tration many years before of the word “Diamond” which, as the 
application states, might be used in connection with the word 
“Black.” No trace of that claimant could be found and it was 
assumed that the claim had been abandoned. 

Plaintiff likewise, until shortly before the commencement of 
the action, had never heard of the defendant corporation and had 
no knowledge that its trade-name was being used by it. 

It will be observed that plaintiff employs the words “Black 
Diamond” as a trade-name whereas defendant claims the right to 
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them by virtue of its registration of them as a trade-mark. The 
technical distinction between trade-marks and trade-names is well 
understood, but in practical use there is little or no difference be- 
tween them. 


The same fundamental principles of law and equity are applicable to 
both. . . . They are analogous to the good-will of the business to which 
they appertain. The trade-mark represents it in the market and the 
trade-name proclaims it to those who pass the shop. In either case such 
unfair conduct as is calculated to deceive the public into believing that 
the business of the wrongdoer is the business of him whose name, sign 
or mark is simulated or appropriated, constitutes the gist of the offense. 
Ball v. Broadway Bazaar, 194 N. Y. 429-435. 

All such cases, whether of trade-mark or trade-name, or other unfair 
use of another’s reputation, are concerned with an injurious attack upon 
the good-will of a rival business; customers are diverted from one trader 
to another, and orders intended for one find their way to the other. 
(Sebastian on the Law of Trade-Marks, p. 17.) 


That a trade-name adopted by a corporation is arbitrary, 
does not alter the right to have the name protected from unlawful 
infringement. 

Nor is it an answer to plaintiff's demand that it has failed to show 
that any person has as yet been deceived by the similarity of names. It 
is the liability to deception and consequent injury which justifies the 
issuance of an injunction in a case like the present, and if the court can 
see that confusion and deception is liable to result from the similarity 
of names, it will not refuse the injunctive relief because the damage has 
not already been done. Proof that confusion has already resulted is merely 


evidence of the liability to deception. German-American Button Co. v. 
Heymsfeld, Inc., 170 A. D. 416-421 [6 T.-M. Rep. 87] (56 N. Y. S. 223). 


And this remains true notwithstanding ‘“‘the name thus adopted 
is not generic or descriptive of the article, its qualities, ingredients 
or characteristics, but is arbitrary or fanciful and is not used 
merely to denote grade or quality.” Waterman v. Shipman, 130 
N. Y. 301-310. 

Any interference with such trade-name so adopted “if allowed 
to continue, would be unfair in the legal sense, both to the plaintiff 
and to the public, and may be enjoined.” Sage Foundation Homes 
Co. v. Sage-Forest Hills Associates, Inc., 197 Supp. 877-879; 
Macfadden Publications, Inc. v. B. J. Macfadden, 224 A. D. 374 
(20 T.-M. Rep. 18]. 
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No confusion in the business of these parties has happened. 
On the contrary, each disclaims knowledge of the other or of the 
other’s business until shortly after March 18, 1930, less than a 
month before this action was begun. 

The court will take into consideration not only the danger of 
loss to the party aggrieved, but that the public is open to deception 
therefrom. German-American Button Co. v. Heymsfeld, Inc., 
supra; Waterman v. Shipman, supra. Applying these rules of law, 
disposition of the controversy would be comparatively free from 
difficulty but for various facts claimed to constitute a waiver or 
abandonment of plaintiff's rights. 

Trade-marks stand in an entirely different position from 
patents for new and useful inventions. During the lifetime of a 
patent, its owner has an exclusive and inviolable right to the profits 
of the invention for which it is issued and this is true whether the 
right is availed of or otherwise. 

With a trade-mark, however, the right to its use is exclusive 
in the holder only so long and in such territory as the commodity 
to which it applies may be marketed. There is no such thing as 
a trade-mark in gross. Its owner may not “make a negative and 
merely prohibitive use of it as a monopoly” nor does it “project 
a right to protection in advance of the trade, or operate as a claim 
of territorial rights over areas into which it thereafter may be 
deemed desirable to extend the trade.” This doctrine is in no wise 
altered by the registration of a trade-mark under either state or 
national laws. United Drug Co. v. Rectanus Co., 248 U. S. 90 
[9 T.-M. Rep. 1] (39 S. Ct. Rep. 48); Jacob v. Iodent Chemical 
Co. [20 T.-M. Rep. 283]. 

In other words, quoting from defendant’s brief (page 17): 
“He only owns the trade-mark to the extent that he uses it” and 
“trade-mark rights, like other rights that rest on user, may be lost 
by abandonment, non-user, laches, or acquiescence.” The cases 
in the Federal courts, both Circuit and Supreme, underlying the 
two last cited, many of which are referred to and quoted in them, 
are numerous and, upon varying facts, hold without deviation to 
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the proposition that such business designations, whether acquired 
by registration as trade-marks or by use as trade-names, are pro- 
tected against infringement only when used in connection with the 
owner's trade and in the territory where the goods are sold. The 
theory is that consumers become acquainted with certain goods or 
classes of goods thus designated and, unless the owner is protected 
in the use of the name, he may not only be damaged but the public 
be, by deceit, led into the purchase of commodities other than those 
desired. Conversely, where the public has not come to know goods 
under their trade-name, either because of lack of extension into 
the territory or by abandonment of the use of the name, the rights 
of the owner are lost; this is equally true where the owner may 
have acquiesced or failed to protect his trade-name by suitable 
action, when it has been appropriated by another. 

Defendant centers his defense on those propositions, claiming 
that plaintiff stood by and, without protest, permitted defendant 
to use its trade-name for something like a year and a half; that any 
right to the exclusive use of those words as a trade-name plaintiff 
might have otherwise had, has been lost by non-user and virtual 
abandonment. The first of the defenses is based upon the theory 
of estoppel by negligence and many cases in its support may be 
found, of which Hanover Star Milling Co. v. Metcalf, 240 U. S. 
403-419 [6 T.-M. Rep. 149] (36 S. Ct. Rep. 367) and Jacob v. 
Iodent Chemical Co., supra, are examples. 

In all these to which my attention has been directed, as well 
as others also examined by me, the facts showed the infringement 


complained of to have continued over a considerable period of time 
and to have been so extensive that the original holder of the name 


was chargeable, as a matter of law, with negligence in failing to 
discover the invasion. Laches is usually a question of fact and the 
inference to be drawn depends upon the situation developed in 
the immediate action. 

Defendant at the time of this trial was doing a gross business 
of five or six thousand dollars ($5,000 or $6,000) per month, only 
approximately 5 percent of which was of its “Black Diamond” 
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carbons. This business had been developed from zero in less than 
three years and it may be reasonably assumed that for a consider- 
able time from its beginning, the volume was much less. About 
50 percent of its business was in New York City and vicinity; the 
rest scattered throughout various states of the Union with a very 
small proportion, mostly with relatives of defendant’s officers, in 
the city of Rochester. 

In the summer and fall of 1929, defendant inserted in three 
different trade papers, small advertisements which ran for a few 
months and with the exception of one or two issues, called the 
trade’s attention exclusively to their “Black Diamond” carbon 
papers. 

None of these came to the attention of plaintiff until just 
before the action was begun. This is not strange when it is con- 
sidered that plaintiff's business was very small; conducted entirely 
by himself nights, mornings, Saturday afternoons and Sunday 
mornings, and entirely by correspondence; that at all other times 
he was employed elsewhere and even that time was partially occu- 
pied with another similar small enterprise. 

There should not be overlooked in this connection the admis- 
sion of Mr. Dechau that wholesalers to whom defendant’s goods 
were sold often discarded the “Black Diamond” name and affixed 
names of their own brands, so that defendant’s carbons went to 
the retail trade, which was plaintiff's market, with a name other 
than “Black Diamond.” 

Considering these circumstances, it does not appear to me 
that plaintiff is chargeable with negligence in not sooner discover- 
ing the infringement of his trade-name. He had no relations with 
the people to whom defendant was selling and it is doubtful, if 
any person, situated as he was, would have sooner learned of the 
invasion. 

The question of plaintiff's loss of his rights because of aban- 
donment or non-user is much more troublesome. From the very 
beginning plaintiff's business has been unsuccessful and progres- 
sively diminishing. No profit was made from 1911 to 1914, when 
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there was a reorganization by the retirement of certain of the 
stockholders and the coming in of others. A little later an ar- 
rangement was made between the stockholders and Mr. Vincent 
whereby he took over the company; certain of its indebtedness was 
paid by other stockholders from its assets and Mr. Vincent assumed 
the payment of a bank note of nineteen hundred fifty dollars 
($1,950). He assigned a few of the corporate shares to his wife 
and daughter so they might be qualified as directors, and has since 
conducted its business as his own and as a side issue to other busi- 
ness and employment. He testified he had never, from then until 
the time of the trial, drawn any money from the company for him- 
self; that all of its earnings had been applied toward the reduction 
of the bank note and that he had devoted to that purpose, in addi- 
tion, quite an amount of his personal funds. 

This note has been reduced to two hundred eighty dollars 
($280), which indicates a principal payment in thirteen or four- 
teen years of sixteen hundred seventy dollars ($1,670), or a little 
over one hundred twenty-five dollars ($125) a year. He testified 
that the average yearly unpaid principal was about one thousand 
dollars ($1,000), which would carry an annual interest charge of 
sixty dollars ($60), making the total yearly payment on the note 
one hundred eighty-five dollars ($185). It is not disclosed how 
much of this came from Mr. Vincent’s individual funds, but the 
amount could not have been inconsiderable as compared with the 
whole. 

Immediately after acquiring the stock, Mr. Vincent moved 
the concern to Pittsford, N. Y., where it has ever since been con- 
ducted, so far as it has been conducted at all, at his private resi- 
dence, only the post office box at Rochester being retained for the 
receipt of mail. 

So far as appears, no efforts to extend its trade have since 
been made. His regular employment required Mr. Vincent to leave 


home at about six-thirty in the morning, not to return until after 
six o'clock in the evening. Nights, mornings, Saturdays and Sun- 
days he also was engaged in the manufacture and sale of a plant 
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food, so that out of his waking hours there remained no time, to 
speak of, for plaintiff’s business. He frankly admits that neither 
he or plaintiff had any capital with which to conduct its business, 
Aside from an old cutting machine it had no working machinery; 


its office supplies, containers, wrappers and the like were long 


ago exhausted and there was no money with which to replace them. 
It had no stock in trade, other than a small amount of old and 
useless carbon paper. Now and then Mr. Vincent would send out 
a few soliciting letters from which an occasional order was re- 
ceived in response. These were filled by the purchase from a 
manufacturer of a suitable carbon paper, its transfer into a glassine 
envelope bearing the name “Black Diamond” and the package sent 
along to the customer. 

In the later years the principal business done was in “pencil 
carbon” which was not put out under plaintiff's trade-name. 

How casual the use of that trade-name came to be may be seen 
from the total sales during the last three years, which included the 
“Utility” brand, pencil carbons and ribbons, as well as the “Black 
Diamond” papers—1927, one hundred two dollars ($102); 1928, 
one hundred forty-two dollars ($142); 1929, eighty-four dollars 
five cents ($84.05). During the first six months of 1930 the total 
bank deposits were fifty-four dollars seventy-one cents ($54.71) 
which included moneys of plaintiff and of Mr. Vincent individually, 
but how much of either does not appear. 

During the named three years, plaintiff’s total sales, outside 
the State of New York, amounted to but fifty-five doilars ($55), 
while quite a goodly proportion of its entire receipts was for pencil 
carbons sold to Mr. Vincent’s employer in the city of Rochester. 

Plaintiff attributes this to lack of capital with which to push 
the business. Even so, the legal situation is not saved thereby. 
Since 1911 the business has never produced a profit and has con- 
tinuously decreased in volume. The intermittent sales efforts dur- 
ing recent years do not rise to the dignity of business dealings and 
did not serve to keep either it or its brands of goods on the market 
or before the trade. 
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Plaintiff is not and for a long time has not been a going con- 
cern. Its prolonged failure to prosecute its business and keep its 
trade-name before the public estops it from further claim to an 
exclusive right to the name. As against others who have in good 
faith and by energy and business methods brought their wares 
under that name to the attention of the buying public, it must be 
held to have, if not deliberately abandoned its trade-name, at least, 
lost by non-user all exclusive right to its use. United Drug Co. v. 
Rectanus, supra. 

In view of this conclusion other questions raised by defendant 
need no discussion. 

Judgment is directed for defendant, with costs. 

Findings may be submitted. 


MontTEVALLO Coat Minina Company v. Littte Gem Coat 
ComMPaANY 


United States Court of Customs and Patent Appeals 


April 15, 1931 


Taape-MarKs—ReEGIsTRaTION Unper TeNn-yEAR Ciause—“MonTEVALLO.” 

In an opposition proceeding brought against the registration of 
the word “Montevallo” as a trade-mark for coal under the ten-year 
clause of the Trade-Mark Act, where it was shown that other coal 
operators in the Montevallo district were using this name on their 
coal at the time of appellant’s application, the Commissioner’s deci- 
sion sustaining the opposition was affirmed. 

Trape-Marxks—Opposition—LENGTH oF Use sy Opposer. 

In order to oppose the registration of a trade-mark under the 
ten-year clause it is not necessary that the opposer should have used 
the same or a similar trade-mark during the ten-year period, but 
only at the time of application by others. 

Trape-Marks—OprositioN—Derense or “Unciean Hanns.” 

The fact that appellee, subsequent to the cancellation of appel- 
lant’s mark in an earlier proceeding, advertised that fact in a local 
paper, was not sufficient to support the defense of “unclean hands” 
in a trade-mark opposition between the parties, particularly as it 
was shown that appellee made no misleading or fraudulent statement. 





240 TWENTY-ONE TRADE-MARK REPORTER 


Appeal from the decision of the Commissioner of Patents sus- 
taining a trade-mark opposition. Affirmed. For the Commis- 
sioner’s decision, see 19 T.-M. Rep. 434. 


Harry C. Robb and John F. Robb, both of Washington, D. C., 
for appellant. 

Harry H. Semmes, of Washington, D. C., and Douglas Arant, 
of Birmingham, Ala., for appellee. 


Lenroot, J.: This is an appeal from a decision of the Com- 
missioner of Patents affirming a decision of the Examiner of Trade- 
Mark Interferences, sustaining the opposition of appellee to the 
registration of the trade-mark “Montevallo” and denying registra- 
tion thereof. 

The application here in issue was filed on February 2, 1927, 
and is for registration of said mark under the ten-year proviso of 
the Trade-Mark Act of February 20, 1905. In said application 
appellant declared that the name “Montevallo” was in actual and 
exclusive use as a trade-mark by it or its predecessors for the ten 
years next preceding February 20, 1905. Appellant is engaged 
in mining coal at Aldrich, Ala., from a seam of coal known as the 
“Montevallo Seam” and selling such coal in several states in the 
South. 

The opposition is based upon the lack of exclusive use by 
appellant of the word “Montevallo” in connection with coal during 
said ten-year period, it being alleged that others had used this 
word during said period to identify coal similar to that produced 
by appellant. It is further alleged in the notice of opposition that 
appellee itself was using this word to designate its own coal, such 
use, however, beginning subsequent to said ten-year period during 
which time appellant claims to have exclusive use. 

The record shows that on December 4, 1923, the mark here 
in issue was registered pursuant to an application filed by appel- 
lant’s predecessor, Montevallo Mining Company. This registra- 
tion was granted under said Act of February 20, 1905, but not 
under the ten-year clause thereof which is here involved. There- 
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after, appellee herein petitioned for the cancellation of said mark 
and on March 10, 1927, the same was cancelled after a decision 
by the District of Columbia Court of Appeals, affirming a decision 
by the Commissioner of Patents cancelling the registration of said 
mark. Montevallo Mining Company v. Little Gem Coal Company, 
et al., 57 App. D. C. 100, 17 F. (2d) 688 [17 T.-M. Rep. 134]. 

Both parties took testimony, and by stipulation of the parties 
the record in said cancellation proceeding was made a part of the 
record herein. 

On November 3, 1928, the Acting Examiner of Interferences 
rendered a decision dismissing the opposition and adjudging that 
appellant was entitled to registration of the mark applied for. 

On November 23 following, appellee filed a motion for a 
rehearing, which was granted. On February 27, 1929, the Acting 
Examiner of Interferences rendered a decision sustaining the oppo- 
sition and adjudging that appellant was not entitled to the registra- 
tion of the mark for which it had made application. Upon appeal 
to the Commissioner, said decision of the Acting Examiner of 
Interferences was affirmed, and from said decision the appeal now 
before us was taken. 

In its brief, and upon oral argument, applicant urged several 
grounds of reversal, one of which was that error was committed in 
granting the rehearing above referred to. It is conceded that the 
motion for rehearing was filed within the time provided for by 
the rules of the Patent Office, and it was clearly within the discre- 
tion of the Acting Examiner of Interferences to grant the motion. 
In the decision of the Acting Examiner of Trade-Mark Interfer- 


ences upon which a rehearing was sought, it was stated: 


. - While opposer’s testimony does establish a limited use of the 
word “Montevallo” in connection with coal by certain third parties be- 
tween the years 1895 and 1905 in a manner to suggest to the public that 
this coal was a product obtained from the vicinity of the Montevallo coal 
region, it does not appear from this testimony that any trade-mark rights 
have been claimed by such third parties in the use of this word, nor does 
it appear that anyone except the applicant herein has actually used the 
word “Montevallo” as a mark to indicate origin. 


> 


We assume that the word “origin,” as there used, was meant 


to indicate origin in the producer and not geographical origin. 
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With this construction it is clear that with the facts found the 
Examiner made an error of law, for as will hereafter appear, if 
parties other than appellant had used the name “Montevallo” dur- 
ing said ten-year period to suggest to the public that the coal sold 
by them was a product obtained from the vicinity of the Monte- 
vallo coal region, then the opposition should have been sustained. 

The Commissioner committed no error in holding that the 
granting of the motion for rehearing by the Acting Examiner of 
Trade-Mark Interferences was proper. 

Another contention made by appellant is that, unless appellee 
can show that during said ten-year period it had actual trade-mark 
use of the name “Montevallo,” or a use analogous to trade-mark 
use, it cannot prevail in this court. 

Appellant cites no authorities holding that an opposer, in 
order to prevail in a proceeding of the character before us, must 
show use by him of the mark, either as a trade-mark, or a use 
analogous to trade-mark use, prior to February 20, 1905, and we 
have found no such authorities. On the contrary, the rule seems 


to be established that in a trade-mark case in which opposition to 


registration is made on the ground that the applicant was not the 
exclusive user of the mark for ten years prior to February 20, 1905, 
he, the applicant, must show exclusive use during said ten-year 
period. C. A. Gambrill Manufacturing Company v. Waggoner- 
Gates Milling Company, 88 App. D. C. 5382 [2 T.-M. Rep. 418]; 
Worster Brewing Corporation v. Rueter & Company, 30 App. 
D. C. 428. In the case last cited it was held that “an actual use 
must be shown to have been possessed and enjoyed by the applicant 
to the sole exclusion of all others.” (Italics ours.) 

In the case of William Wrigley, Jr., § Company v. Norris, 
34 App. D. C. 138, which involved an opposition to registration 
under said ten-year clause, it was held, quoting from the syllabus: 


Where an application for registration of a trade-mark is regular in 
form, the applicant is entitled to registration unless his prima facie case 
is overcome by the evidence on behalf of one opposing the granting of the 
application, in which event it is incumbent on the applicant to establish 
his right to registration by a fair preponderance of testimony. 
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It was incumbent upon appellee to allege and show an interest 
in the subject matter of appellant’s application from which damage 
may be inferred. MclIlhenny’s Son v. New Iberia Extract of 
Tabasco Pepper Company, Limited, 30 App. D. C. 337; California 
Cyanide Co. v. American Cyanamid Co., 17 C. C. P. A. (Patents) 
1198, 40 F. (2d) 1003 [20 T.-M. Rep. 266]. This appellee has 
done; it has shown a use of the mark here in question at the time 
of the filing of appellant’s application, inconsistent with a trade- 


mark use of the same by appellant, and it was not necessary for 
it to show such use by it during the ten-year period preceding 
February 20, 1905. Appellee was entitled to show, if it could, 
that said mark was not in actual and exclusive use as a trade-mark 
by appellant or its predecessors during the ten years next pre- 
ceding February 20, 1905, and under the decisions heretofore cited, 


it was necessary only that appellee overcome the prima facie case, 
arising from appellant’s sworn application, that such mark was 
so used by it. If such prima facie case was rebutted, the burden 
was upon appellant to establish by a preponderance of the evidence 
such exclusive use. 

This brings us to a consideration of the evidence found in the 
record upon the question of such use. The record is voluminous, 
comprising nearly one thousand pages, and no useful purpose would 
be served by reviewing it in detail. 

It appears that in 1823 there was laid out in the State of 
Alabama a town to which was given the name of Montevallo. Later 
on, the valley in which the town is situated was known as the 
Montevallo Valley. Still later, coal was discovered in the neighbor- 
hood and, when mined, was shipped from the railroad station at 
Montevallo. Later, a particular seam of coal, from which both 
parties herein produce their coal, came to be known as the Monte- 
vallo seam, which seam extends through the properties of appellant 
and appellee and the properties of other parties not connected with 
this proceeding. 

For a number of years appellee has sold its coal under the name 
of “Montevallo” or “Dogwood Montevallo” coal, but there is no 
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evidence that it or its predecessors were so selling coal prior to 
February 20, 1905. The testimony introduced by appellee, we 
think, prima facie established that, during said ten-year period, 
parties other than appellant sold coal produced from said seam 
under the name of Montevallo, or under such name coupled with 
another word, but in a way that would be in conflict with appellant's 
trade-mark “Montevallo” if it had been a technical trade-mark. If 
there be any doubt as to this being the proper conclusion from the 
testimony introduced by appellee, such doubt is removed by the 
testimony of some of appellant’s witnesses. 


D. A. Thomas, president of the appellant company, testified 
upon cross-examination as follows: 


Q. You wouldn’t testify, would you, that no company other than 
the company at Aldrich had not sold any coal as Montevallo during the 
period, say eleven years prior to February, 1905? A. No, I would not. 

Q. In fact, you do know that Mr. Hendrix during that period sold 
coal and called it Dogwood Montevallo, or Montevallo Dogwood? A. Yes. 


C. P. Anderson, a witness on behalf of appellant, testified 
upon cross-examination as follows: 


Q. Now, you testified in this cancellation proceeding when the Little 
Gem Coal Company brought the proceeding against Montevallo Coal Com- 
pany to cancel the trade-mark “Montevallo,” didn’t you? A. Yes. 

Q. I am looking at page 379 of the record of the Court of Appeals 
of the District of Columbia, which shows your testimony, beginning at 
page 428, and indicates on page 379 that testimony was taken on August 
25, 1924. On page 44 this question was asked: Q. 153. Go ahead and 
finish your answer and then [’ll ask you another question. A. 153. Some- 
thing like 20 or 25 years ago, as I stated, Mr. L. W. Hunter, who was 
living in Montgomery, got into the coal business, and Dogwood not being 
far from the town of Montevallo, he advertised Montevallo coal. At that 
time I took it up with Mr. Smith. That was before Molton Smith had 
anything to do with Dogwood. He had a retail yard in Montgomery. He 
advertised it that way but they soon stopped him. Q. That is correct? 
A. Yes. 

Q. In other words, that testimony was in 1924, and it was 20 or 25 
years before that this man Hunter was selling his coal as Montevallo, 
back prior to 1905? A. Yes. 

Q. That is your best recollection? A. Yes. 


The witness further testified on re-direct examination as fol- 
lows: 


Q. He asked you about a man named Hunter advertising coal as 


Montevallo coal. Hunter was a local dealer in Montgomery, wasn’t he? 
A. Yes. 
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Q. And he did that a short time and you say he was stopped? 
A. I don’t remember whether he was stopped or not. He didn’t stay in 
business but about a year and a half; I am sure not over two years. 

Q. What Mr. Smith did you take it up with? A. I don’t know 
unless it was the State Geologist. He is the only one I know of, over at 
the State University. 

Q. And some time following some objection from you, the man 
either went out of the business, or stopped advertising his coal as Monte- 
vallo coal? A. Yes. He was a farmer and came in and went into the 
coal business, and lost what he had in it. 


On re-cross examination, the witness further testified as fol- 
lows: 

Q. The controversy you were having with him was about the name 
“Montevallo”? A. Yes. 

Q. He was using it and you were objecting? A. Yes. 

Q. And he wasn’t selling coal from Aldrich? A. No. 

Q. What year was that, 25 to 30 years ago? A. I don’t remember 
the year. 

Q. That was in the town of Montgomery? A. Yes, Montgomery. 


Appellant complains that appellee has furnished no docu- 
mentary evidence in support of its allegations that appellant did 
not have the actual and exclusive use of said mark during said 
ten-year period. There is found in the evidence introduced by 
appellee a letterhead which the witness Duncan, testifying on 
behalf of appellee, testified was from a letter written to him in 
1901 by a Mr. Simmons, connected with the Montevallo-Dogwood 
Coal Company, not a predecessor of appellant. This letterhead 
contains, below the name of the company, the following: “The 
Celebrated Montevallo Red Ash Coal.” 

We would observe, in this connection, that appellant waited 
for more than twenty years before seeking registration under said 
ten-year clause of the trade-mark act. This, of course, it had a 
right to do, but documentary evidence of happenings twenty years 
before the time of trial is naturally much more difficult to secure 
than if so long a period had not intervened. 

We are in accord with the findings of the Patent Office tribu- 
nals that appellant did not have the exclusive use as a trade-mark 
of the word “Montevallo” during the ten years immediately pre- 
ceeding February 20, 1905. 
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But one question remains to be considered, and that is appel- 
lant’s contention that the Commissioner erred in refusing to con- 
sider the alleged unfair trade practice of appellee following the 
cancellation proceeding. 

This charge that appellee comes into this proceeding with 
unclean hands is based upon an advertisement which it caused to 
be inserted in the Birmingham Age-Herald following the cancella- 
tion of appellant’s mark by the Commissioner of Patents in the 
cancellation proceeding hereinbefore referred to. We have care- 
fully examined such advertisement and find no material misrepre- 
sentation of facts therein. In view of the previous representations 
of appellant as to its exclusive right to the mark, disclosed by the 
record, we think appellee had the right to advertise the fact that 
appellant’s mark had been cancelled. We do not believe there 
is anything in said advertisement to convey the impression that 
appellee was claiming the exclusive right to the use of the word 
“Montevallo” upon coal which it mined from the Montevallo seam, 
but only that it had an equal right with others so mining coal to 
use the word “Montevallo” as indicating the geographical origin 
of the coal. 

The decision of the Commissioner of Patents is affirmed. 


Buanp, J., concurs in the conclusion. 


Roy Cross v. Wituiams O1Lr-O-Matic Heatinc Coreoration 
United States Court of Customs and Patent Appeals 
April 15, 1931 


Trape-Marxs — Opposition — “Coat-O-Matic” anp “Or-O-Martic” — Con- 

FLICTING Marks. 

The word “Coal-O-Matic” held to be confusingly similar to the 
word Oil-O-Matic,” both used as trade-marks for automatic fuel- 
feeding devices. 

Trave-Marks—Orposit1on—Goons or Same Descriptive Properties. 

An automatic device for feeding fuel to coal-burning furnaces 
held to be of the same descriptive properties as a similar device for 
feeding oil to oil-burning furnaces. 
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Appeal from decision of the Commissioner of Patents in a 
trade-mark opposition. Affirmed. For the Commissioner’s deci- 
sion, see 19 T.-M. Rep. 520. 

H. H. Snelling, of Washington, D. C., for appellant. 

James Atkins, of Washington, D. C., and Langdon Moore, of 

Bloomington, Ill., for appellee. 

Garrett, J.: Appellant seeks to register ““Coal-O-Matic” as 
a trade-mark for use on devices for automatically feeding solid 
fuel, in the form of pulverized coal, to furnaces. Opposition to 
his application was made by appellee, who alleges ownership, regis- 
tration and prior use of “Oil-O-Matic” as a trade-mark for applica- 
tion to devices which automatically feed fuel oil to furnaces. 

The opposition was sustained and registration denied by deci- 
sions of both the Examiner of Interferences and the Commissioner 
of Patents and the matter is before us on appeal. 

Appellant alleges use of his mark since April, 1926. Appel- 
lee’s registrations pleaded were dated June 16, 1925, and December 
28, 1926, respectively. Use was alleged prior to the registrations. 

No proof was taken by either party, but a stipulation as to 
facts was filed in lieu thereof. 

This stipulation, among other things, shows the volume of 
business done by appellee over a period of several years, the amount 
of its advertising, etc. 

Appellant insists before us that the goods of the parties are 
dissimilar. If by this he means they are not of the “same descrip- 
tive properties” we are unable to agree thereto. Both devices are 
for feeding fuel to furnaces—one feeds oil and the other coal. 
It is not the particular materials which they feed, however, that 
must furnish the test in this case; the issue is not whether oil and 
coal are of the same descriptive properties, but whether the de- 
vices that feed them into the furnaces are. 

Surely there can be no serious question about this. Obviously, 
they are of the same class and, being so, they are of the same 
descriptive properties under the doctrine of Cheek-Neal Coffee Co. 
Vv. Hal Dick Mfg. Co., 17 C. C. P. A. (Patents) 11038, 40 F. (2d) 
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106 [20 T.-M. Rep. 274], and numerous other cases decided by us 
since jurisdiction in trade-mark registration appeals was aie 
ferred to this court. California Canneries Co. v. Bear Glacé Co., 
18 C. C. P. A. (Patents) , 44 F. (2d) 866 [19 T.-M. Rep. 
121], and cases reviewed therein. 





We think, too that the marks are of such close resemblance 
as that when applied to goods of the same descriptive properties 
confusion—particularly confusion as to origin—would likely result. 

Without being descriptive, both words are suggestive. By 
the suffix ‘matic’ it is suggested in each instance that there is 
something automatic in the device. 

The public might easily conclude from the marks, standing 
alone and nothing further appearing, that the articles were both 
products of the same manufacturer, since both are in the same 
field of activity—feeding fuel to furnaces. 

We, of course, must consider only the marks and not such 
other matter as may accompany them in their use upon the products. 

After this case had been passed upon by the Examiner of 
Interferences and the appeal taken to the Commissioner of Patents, 
appellant gave notice that under the provisions of Rule 154 of 
the Patent Office he would refer to certain registrations which had 
not been theretofore introduced into the record and set out a list 
of thirty-three such registrations which do now appear in the rec- 
ord before us, and which are commented on in appellant’s brief 
filed in this court. 

We do not observe any expression in the opinion of the Com- 
missioner which indicates that he gave these any consideration. 
It was proper that he not do so. 

Rule 154 did not authorize their introduction in the manner 
proposed by appellant. It provides that any official record may 
be used as evidence at the hearing upon notice given to the oppo- 
site party before the closing of the testimony. In the interest of 
orderly procedure and proper practice, we once more invite atten- 
tion to this fact, and refer to what was said and held by us im 
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Standard Oil Co. v. Epley, 17 C. C. P. A. (Patents) 1224, 40 F. 
(2d) 997 [20 T.-M. Rep. 324]. 

While, as indicated, we are in agreement with the final con- 
clusion reached by the Assistant Commissioner in this case that 
appellant is not entitled to the registration sought, we deem it 
proper and necessary to say that we are not wholly in accord with 
his reasoning. 

As we understand his decision, he held that the specific struc- 
tures of the respective parties are radically different; that the word 
“‘Coal’ serves to sharply distinguish from opposer’s goods and its 
trade-mark,” and that confusion would not be likely, in part, be- 
cause of the high prices of the articles, but nevertheless denied the 
registration because “‘the applicant has not only adopted the op- 
poser’s terminology, but has adopted its precise form—‘-O-Matic’ 
—the hyphens separating the ‘O’ and giving this peculiar character 
to the mark.”’ 

It may be here said that, if the matter turned upon the hy- 
phens, appellee’s mark in the record does not show hyphens, but 
small circles instead. 

We do not understand that registration may be denied appel- 
lant simply upon the ground that his mark simulates or closely 
resembles or contains a part, however prominent, of the mark of 
appellee. There must be the additional feature that the goods to 
which the marks are applied are of the same descriptive properties 
so that confusion would likely result when the marks are applied. 

Being of the opinion that the latter situation exists, we concur 
in the Assistant Commissioner’s conclusion and same is affirmed. 


J. P. Hertpronn Co. v. HAMMERMILL Paper Co. 
United States Court of Customs and Patent Appeals 
April 29, 1931 


Trape-Marks—CaNnceLLaTION—Goops oF Same Descarptive Properties. 
Bond writing paper held to be of the same descriptive properties 
as pads, wrappers and booklets. 
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Trape-Marks—“Luna” anp Crescent DevicE—NoN-CONFLICTING Marxs, 
A trade-mark consisting of the word “Luna” held not to be con- 
fusingly similar to a mark consisting of the device of a crescent 
whereon appear the representation of a man’s face, a five-pointed 
star and the letter H. 
Appeal from a decision of the Commissioner of Patents, dis- 
missing a cancellation proceeding. Affirmed. For the Commis- 
sioner’s decision, see 20 T.-M. Rep. 152. 


Warren I. Cubberley, for appellant. 
Merrell E. Clark, for appellee. 


Buanp, J.: This appeal involves a petition for the cancella- 
tion of appellee’s trade-mark. The petition was dismissed by the 
Examiner of Interferences and his decision was affirmed by the 
Commissioner of Patents, and from the latter’s decision this appeal 
is taken. 

The Hammermill Paper Company of Erie, Pa., hereafter called 
Hammermill, on March 81, 1925, registered the trade-mark “Luna” 
for bond writing paper. The date of the first use of this trade- 
mark of the registrant in interstate commerce was in February, 
1924, and ever since that date Hammermill has shipped large and 
increasing quantities of bond writing paper bearing the trade- 
mark “Luna Bond, Made in U. S. A.” into various states and into 
many different countries of the world. 

In December, 1924, appellant, J. P. Heilbronn Co., hereafter 
known as Heilbronn, placed upon the market in competition with 
Hammermill its own bond writing paper bearing the trade-mark 
“Luna Bond,” the words being printed in the same style as that 
of Hammermill and accompanied by a crescent or half-moon with 
the outline of a face in the hollow of the crescent. 

The Oregon Pulp and Paper Co., of the State of Oregon, was 
the manufacturer of the paper for Heilbronn. When Hammermill 
objected to the said paper company manufacturing the paper, Heil- 
bronn gave the paper company an indemnity bond and then pro- 
ceeded to petition for cancellation. 

Heilbronn’s first ground for cancellation is based upon the 
fact that prior to the use of the word “Luna” by Hammermill, 
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appellant had used, upon other kinds of paper such as pads, wrap- 
pers, booklets, etc., a trade-mark which was described by the Com- 


missioner in his decision as: 


. . . . the representation of a crescent within the concave portion of 
which appears a representation of a man’s face, and a representation of 
a five-pointed star enclosing the letter “H” appears hung or suspended 
from the upper horn of the moon crescent. . . 


Heilbronn’s position is that since that symbol includes the 
crescent and since it claims that “Luna” is the Spanish word for 
moon, the use of the Hammermill trade-mark “Luna” will lead to 
confusion and to the damage of Heilbronn; that since “Luna” 
means moon in Spanish, appellee’s mark “Luna” in Spanish coun- 
tries will be confused by the paper-purchasing public with appel- 
lant’s so-called crescent mark. 

Appellant further contends that appellee has not shown “clean 
hands” as based upon facts which will be briefly stated. Ameri- 
can Paper Exports, Inc., was the selling agency for Hammermill, 
and S. Allen Presby was the agent and customer of said American 
Paper Exports, Inc., in the Philippine Islands. In 1924, when 
a shipment of Hammermill’s “Luna” goods, shipped by American 
Paper Exports, Inc., arrived in the Philippines, Heilbronn brought 
suit against Presby and another, for injunction and damage, basing 
its suit on Heilbronn’s Philippine registered trade-mark, which 
mark consisted of the crescent and the star enclosing the letter 
“H.” In settlement of the suit it was agreed that Presby would not 
import paper bearing the “Luna” trade-mark into the Philippines, 
and that the mark “Luna” or “Luna Bond,” in the Philippines, 
was owned by Heilbronn. 

This evidence was evidently offered on the theory that it 
amounted to an admission by Hammermill that by the use of its 
trade-mark “Luna” it was infringing appellant’s mark. It is no- 
where shown that the parties to the contract had any authority 
to contract with reference to appellee’s trade-mark rights and we 
regard it of no importance in the determination of the issues be- 


fore us. 
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The record shows that appellee sold its goods in Cuba prior 
to any sale of the same being made in the Philippines and that the 
word “Luna” is the name of a party in Cuba who ordered some 
of appellee’s goods. 

The word “Luna,” both in the English and Spanish languages, 
has reference to the moon. Appellant states that “Luna” means 
moon; that it means a moon goddess and that “Lunar” is defined 
as “pertaining to or resembling the moon, orbed or crescent.” 

Appellant argues that under a long line of decisions, which 
it cites, the use of a word has the same effect as the use of a pic- 
ture, if the word means the same as the picture. One of the leading 
cases on this subject is In re Maclin-Zimmer-McGill Tobacco Co., 
Inc., 49 App. D. C. 181 [10 T.-M. Rep. 93] (26 3 F. 635), where 
it was held that the right to employ a symbol necessarily included 
the right to employ the word. Another case cited is G. Sindenberg 
and Co. v. W. H. Childs and Son, 146 M. D. 345 [15 T.-M. Rep. 
237], where the word “Capitol” was refused registration by reason 
of the registered trade-mark consisting of a picture of the Capitol. 

The difficulty with appellant’s contention in this regard is that 
his trade-mark does not consist of a moon. It does not purport to 
be the representation of a moon. A portion of it may be said to be 
a crescent or part of a moon with a grotesque face accompanied 
by a star hanging to the upper horn in which star is the letter “H.” 
There is no evidence of consequence in the record that appellant 
ever used the word “moon” or the picture of a moon or the word 
“Luna” in connection with the sale of its goods prior to appellee's 
use of the word “Luna.” Conceding that appellant had the right 
to the exclusive use of the trade-mark used by it prior to the date 
of appellee’s use of its “Luna” mark, appellee had the right to reg- 
ister its mark and appellant’s cancellation proceeding must fail if 
it is not likely that confusion will result from the concurrent use 
of both marks on goods of the same descriptive properties. 

Appellant’s mark which was used prior to appellee’s use of 
its “Luna” mark, we think was used upon goods of the same 
descriptive properties as those of appellee, yet it is conceded that 
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they were not exactly the same kind of goods. The marks being 
neither similar in appearance nor sound, we do not believe there 
is now or was on the date appellee registered its mark any likeli- 
hood of confusion arising from the concurrent use of both marks. 
The record as a whole shows no actual confusion or circumstances 
and facts which would indicate likelihood of confusion. The right 
of appellee to use in connection with its mark a picture or a repre- 
sentation of a moon or any part of the same or to characterize its 
goods as moon goods either here or in Latin countries is not before 
us. Its registration is for the use of the word “Luna” on bond 
writing paper and we are unable to see how appellant could be 
damaged in the use of its combination mark. 

We agree with the decision of the Commissioner of Patents 
and the same is affirmed. 


ETABLISSEMENTS RENE Beziers Societe ANONYME V. REID 
Murpocu & Co. 


United States Court of Customs and Patent Appeals 
April 29, 1931 


Trape-Marks—INTERFEREN CE—EvipeNnce—“Yacut Cuivs.” 

In an interference proceeding involving the use of the trade- 
mark “Yacht Club” on canned fish, where appellant, a French can- 
ning firm, claimed priority through title from its alleged agent, regis- 
trant of the mark in the United States, the evidence held insufficient 
to support claim and the Commissioner’s decision denying registra- 
tion to appellant was affirmed. 

Appeal from a decision of the Commissioner of Patents in an 
interference proceeding and denying registration. Affirmed. For 


Commissioner’s decision, see 19 T.-M. Rep. 523. 


Mock §& Blum (Charles R. Allen, Hugo Mock, and Asher Blum 
of counsel), all of New York City, for appellee. 
Fred Gerlach, for appellee. 


Lenroot, J.: This is an appeal from the decision of the 


Commissioner of Patents in a trade-mark interference proceeding 
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in the United States Patent Office involving the mark “Yacht Club,” 
used upon canned fish. 

The interference is between appellant’s application, filed on 
January 19, 1926, and appellee’s registered mark, No. 203,581, 
registered on September 22, 1925, and also an application of ap- 
pellee filed on June 3, 1926, for the registration of said mark 
applied to certain foods, other than canned fish. 

Both parties took testimony. 


The Examiner of Trade-Mark Interferences found that appel- 


lee was the prior user and owner of the mark; that appellant is not 
entitled to the registration for which it has made application, and 
that appellee is entitled to the registration for which it has made 
application. 

Upon appeal, the Commissioner of Patents found that irre- 
spective of the question of priority of use, as to which he found 
the evidence very inconclusive, both parties were guilty of laches, 
inasmuch as each party had been using the mark in the United 
States for over thirty-five years, without objection from the other 
party. Upon this ground he reversed the decision of the Examiner 
of Interferences and ordered that registration of the mark in issue 
be denied to each of the parties. 

From this decision, appellant only has appealed; therefore, 
the question of whether appellee’s application should have been 
granted is not before us. 

The issue before us is the registrability of appellant’s mark, 
in view of appellee’s registration of September, 1925, and appel- 
lee’s use of the mark so registered. 

The burden was upon appellant to establish by a preponder- 
ance of evidence priority of ownership and use of said mark, its 
application having been filed subsequent to the date of appellee's 
said registration. 

It appears from the testimony on behalf of appellant that it 
and its predecessor had been engaged in packing sardines in France 
since 1872; that the trade-mark “Yacht Club” for sardines, etc., 
was registered in France in 1883 by one Janne, who very shortly 
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thereafter assigned said mark to appellant’s predecessor; that, be- 
ginning in the year 1885, one José P. Price, a naturalized citizen 
of France, bought sardines from appellant under the brand “Yacht 
Club,” which he exported to the United States; that Meyer & 
Lange, a corporation dealing in imported fancy groceries, located 
in New York City, in the early nineties became an agent of appel- 
lant, and since said time has sold, in the United States, sardines 
packed by appellant under the mark “Yacht Club.” On November 
6, 1888, one Frederic Reiset, of New York City, filed an applica- 
tion in the United States Patent Office for the registration of the 
mark “Yacht Club,” used upon sardines; the representation of the 
mark filed with the application contains, in addition to the words 
“Yacht Club,” the words “‘René Beziers,” which is the name of the 
founder of appellant company, and the word “Douarnenez,” the 
name of a town in France in which the factory of appellant’s 
predecessor was located, and in which appellant now has factories. 
The pictorial part of the representation so filed is almost identical 
with appellant’s present application, and the words are the same 
except as to their location in the representation filed. It further 
appears that the Commissioner of Patents granted the application 
of said Reiset, and the mark applied for was registered on June 
25, 1889; that said Reiset died soon after said registration was 
secured. There was introduced in evidence a copy of an adver- 
tisement appearing in The Retail Grocers’ Advocate of May 14, 
1887, wherein said Reiset advertised, among other things, “Young 
Mackerel in Oil, put up by R. Beziers, Douarnenez, France,” with 
a representation of a portion of a mackerel box, on one end of 
which appears the name “R. Beziers,” but not the words “Yacht 
Club,” and underneath said representation are the words “Frederic 
Reiset, 44 Beaver St., Sole Agent for the United States.” 


There is no testimony concerning such alleged agency except 


that of René Beziers, whose deposition was taken in France, and 
the testimony of one Treppenhauer, president of the aforesaid 
corporation of Meyer & Lange. 
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This testimony was taken in 1928. The witness Beziers testi- 
fied that he was fifty-six years of age and was a member of the 
Board of Directors of the appellant company; that said company 
was organized in 1922, succeeding to the business of his father, 
who died in that year; that the business was established by his 
said father in 1872; that he was employed in said business in 1893 
after he had completed his military education, and had since that 
time continued therein. 

Upon the question of the agency of said Reiset, the witness 
testified as follows: 


Yes, we had business dealings with Mr. Frederic Reiset of New York. 
He preceded Meyer & Lange as our agent. This was in about eighteen 
hundred and eighty-five or eighteen hundred and ninety, until we replaced 
him by Meyer & Lange. 


Upon being asked whether said Reiset was ever the owner 
of the “Yacht Club” trade-mark for canned sardines in the United 
States, the witness answered as follows: 


I do not think he ever was. We bought this trade-mark from an 
export representative in Paris, Mr. Janne, towards the year eighteen hun- 
dred and eighty-three; it was he who introduced us to Mr. Frederic 
Reiset, as far as I remember. It was Mr. Janne who registered the 
“Yacht Club” trade-mark in Paris and who sold it to us. 


He further testified: 


I suppose we did authorize Mr. Frederic Reiset to register this trade- 
mark. 


. . we obviously must have had knowledge of this registration 
of the trade-mark as he was our agent and we were the manufacturers. 

Upon cross-examination the witness repeated in substance the 
foregoing testimony, and further testified that in 1912 all the rec- 
ords and correspondence of appellant’s predecessor, more than ten 
years old, were destroyed. 

The witness Treppenhauer testified that he was the president 
of the Meyer & Lange Company, and had been connected with 
said company since 1887; that in 1888 or 1889 Frederic Reiset & 
Company were the agents for “Beziers’ Yacht Club Boneless 
Sardines”; that said Reiset died and Meyer and Lange succeeded 
him in said agency “in the early nineties.” 
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Upon cross-examination the witness testified as follows: 


Q. You have never been connected with the business of Frederic 
Reiset? A. No, sir. 


Q. And you had no direct knowledge of what he did; is that correct? 
A. We knew that he was an importer of sardines and to the best of my 
recollection and belief Meyer & Lange imported some of his sardines 
from F. Reiset & Co. in the early days. 


Q. But aside from them you had no connection with his business? 
A. No, sir. 


We do not think that the testimony of either of said witnesses 
is of any probative force as establishing that said Reiset was the 
agent of appellant’s predecessor. While it is true that the witness 
Beziers testified positively to such agency, it should be observed 
that he testified that in 1888 Reiset was introduced to appellant’s 
predecessor, and that in that year the witness was eleven years 
of age; that in 1885 he was thirteen years of age, and in 1890 he 
was eighteen years of age, each of said years being years that the 
witness covered by his testimony concerning agency of Reiset, and 
that he also testified that he did not enter the employ of his father 
until 1898, when he had completed his military education. With- 
out impunging the good faith of the witness, it is obvious that he 
must have been testifying from hearsay and not from any personal 
recollection as to what had occurred previous to 1890. 

For the reasons stated, we cannot give any weight to the 
testimony of said witness upon the question of the agency of said 
Reiset. 

With regard to the testimony of the witness Treppenhauer, 
while he testified positively that in 1888 or 1889 Frederick Reiset 
& Company were the agents in the United States for “Beziers’ 
Yacht Club Boneless Sardines,” and that Meyer & Lange succeeded 
Reiset & Company in such agency, his cross-examination shows that 
he had no personal knowledge of the subject, and we therefore can- 
not consider said testimony as establishing, or tending to establish, 
such agency. 


As there was nothing in said Reiset’s application for registra- 
tion indicating agency, but on the contrary it was asserted in his 
application that he was the owner of the mark “Yacht Club” 
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applied to sardines, we have left, as proof of agency, only the 
advertisement appearing in the exhibit of the May, 1887, issue of 
The Retail Grocers’ Advocate, wherein it is stated that Frederic 
Reiset is the sole agent for the United States of “Young Mackerel 
In Oil, put up by R. Beziers, Douarnenez, France.” In this 
advertisement there is no mention of the mark “Yacht Club.” As 
heretofore noted, there is testimony that, beginning in 1885, one 
Price bought “Yacht Club” sardines from appellant’s predecessor 
and exported them to the United States. There is no testimony 
as to whom in the United States they were exported, or of their 
sale in this country. 

We do not think that upon the record before us we would be 
justified in holding that Reiset acted as agent of appellant’s prede- 
cessor in procuring said registration, and that it was secured for 
the benefit of said appellant’s predecessor. 

In the case of McLean v. Fleming, 96 U. S. 245, it was held 
that a proprietor— | 
if he owns or controls the goods which he exposes to sale, is entitled to 
the exclusive use of any trade-mark adopted and applied by him to the 
goods, to distinguish them as being of a particular manufacture and 
quality, even though he is not the manufacturer, and the name of the 
real manufacturer is used as part of the device. 

The case of Lalanne v. Arnold & Co., 17 C. C. P. A. (Patents) 
925, 89 F. (2d) 269 [20 T.-M. Rep. 174], relied upon by appel- 
lant, has no application to the case at bar. In that case, there 
was a contract between Arnold & Company, the appellee, and its 
foreign principal, under which Arnold & Company was expressly 
granted the right to register in the United States any trade-mark 
used by said foreign principal, and it was held that the agent was 
the owner of the mark during the life of the contract. 


For the reasons stated, said Reiset’s registration must, upon 
this record, be considered as for and on his behalf, and not on 
behalf of appellant’s predecessor. This being true, it was pre- 


sumptively valid, and both appellant and appellee herein were 
presumptively trespassers upon Reiset’s trade-mark rights so long 
as they existed, and neither appellant nor appellee was entitled to 
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use or register said mark during such period unless there had been 
use of said mark by them, or either of them, prior to said Reiset’s 
registration. 

The Examiner of Interferences found that the earliest date 
of use of said mark in the United States by appellants, established 
by the evidence, is 1893; that the earliest date of use of said mark 
by appellee, established by the evidence, is 1887. The Commis- 
sioner of Patents found that the evidence was too indefinite to 
establish use by appellee of said mark in 1887. With this conclu- 
sion we are inclined to agree, but the evidence does clearly establish 
such use by appellee in 1890, which is prior to the first use estab- 
lished by appellant. If the evidence had been such as to warrant 
the conclusion that Reiset’s registration inured to the benefit of 
appellant, we think appellant would have established priority of 
use; but our conclusion is that the earliest date to which appellant 
is entitled, as to use of said mark in the United States, is, upon 
the evidence, as found by the Examiner, the year 1893; that 
appellee has established a use of said mark in 1890, and therefore 
the Commissioner did not err in denying appellant’s application for 
registration. 

Nothing in this opinion should be construed as intimating that 
appellant has not the right to use said mark in the United States, 
if any trade-marks secured by said Reiset no longer exist. We 
say this because, if the said Reiset registration was for and on 
his own behalf, and did not inure to the benefit of appellant, as we 
have held, then apparently appellee did not have the right to use 
the mark in 1890, nor did appellant in 1893, and as against each 
other neither could claim priority. 


The Commissioner denied the applications of both parties on 
the ground of laches. In view of the conclusion we have reached, 
as hereinbefore stated, it is unnecessary for us to consider this 
question, but we deem it proper to say that we find nothing in the 
record to establish knowledge on the part of appellant of the use 
by appellee of said mark; and while there is evidence tending to 
show that appellee had knowledge of and acquiesced in appellant's 
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use of the mark, that fact cannot be considered in determining the 
question of appellant’s right to registration. 

In the case of Heger Products Co. v. Polk Miller Products 
Corp., 18 C. C. P. A. (Patents) [21 T.-M. Rep. 150], this court, 
speaking through Presiding Judge Graham, said: 

. Mere acquiescence in the use of one’s trade-mark by another, 


even “though it may be for an extended period, will not, in itself, bar the 
person from asserting the right to such trade-mark at any time. 


Appellant contends that since the decision of the Commis- 
sioner was against appellee as well as against appellant, and no 
appeal was taken by appellee, it cannot here dispute either the 
findings of fact or the conclusions of law of the Commissioner. 

It is unnecessary for us to consider this question for the reason 
that the appeal of appellant is based upon the ground that the 
Commissioner erred in denying" its application for registration. It 
is our duty to determine whether such denial was correct, and we 
are not confined to a consideration of the ground upon which the 
decision professes to proceed. McClung v. Silliman, 6 Wheat. 598. 

If the appeal before us involved purely inter partes questions, 
it may be that appellant’s contention would be well founded. This, 
it is unnecessary for us to decide because we have repeatedly held 
that, in proceedings under Section 7 of the Trade-Mark Act of 
February 20, 1905, the Patent Office tribunals are not confined to 
the determination of questions arising inter partes, but may dispose 
of any question relating to the proposed registration that might 
properly be considered in an ex parte case. California Cyanide 
Co. v. American Cyanamid Co., 17 C. C. P. A. (Patents) 1198, 
40 F. (2d) 1008 [20 T.-M. Rep. 447] ; Bookman v. Oakland Chemi- 
cal Co., 17 C. C. P. A. (Patents) 12138, 40 F. (2d) 1006; Skookum 
Packers Assn. v. Pacific Northwest Canning Co., 18 C. C. P. A. 
(Patents) , 45 F. (2d) 915 [21 T.-M. Rep. 50]. 

It is therefore our duty to determine, upon the record before 


us, whether the Commissioner erred in rejecting appellant’s appli- 
cation, regardless of appellee’s failure to appeal from the decision 
also denying its application for registration. 
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Since the goods of the parties to which the respective marks 
are applied are of the same descriptive properties, and the marks 
so nearly resemble each other as to be likely to cause confusion or 
mistake in the mind of the public, and appellant has failed to 
establish priority of use, the decision of the Commissioner must 
be, and is, affirmed. 


Van Camp Sea Foop Co. v. Westeate Sea Propucts Co. 
United States Court of Customs and Patent Appeals 
April 29, 1931 


Trape-Marxks—Opposition—“Breast O’ CHICKEN” anNpD “CHICKEN OF THE 
Sea”—ConFLicTING Marks, 
The words “Breast o’ Chicken” held to conflict with the term 
“Chicken of the Sea,” both marks being used on canned fish. 
Appeal from a decision of the Commissioner of Patents, dis- 
missing a trade-mark opposition. Reversed. For the Commis- 


sioner’s decision, see 19 T.-M. Rep. 189. 















Albert J. Fihe, of Chicago, Ill., for appellant. 
James M. Naylor (Chas. R. Allen and Wm. S. Graham, of 
counsel), all of Washington, D. C., for appellee. 


HatriE.p, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents affirm- 
ing the decision of the Examiner of Interferences dismissing the 
opposition of appellant and holding that appellee was entitled to 
the registration of the trade-mark “Breast O’ Chicken” for use on 
canned fish. 

In its application for registration filed December 13, 1926, 
appellee alleged that it had used the trade-mark since November 
4, 1926. 

It appears from the record that appellant is the owner of 
trade-mark registration No. 97,192, issued to the White Star Can- 
ning Company, May 19, 1914, of the trade-mark “Chicken of the 
Sea” for use on tuna fish; that appellant and its predecessor have 
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used the registered trade-mark continuously on tuna fish through- 
out the United States and in foreign countries since prior to 1914; 
and that appellant has expended large sums of money in adver- 
tising its product and its trade-mark. 

Several witnesses for appellant testified that, in their opinion, 
the use by appellee of its mark “Breast O’ Chicken” would cause 
confusion in trade. 

It further appears from the record that appellant filed suit 
against appellee in the United States District Court, Southern 
District of California, Southern Division, in which it was alleged 
that the use by appellee of its trade-mark was an infringement of 
appellant’s registered trade-mark. This suit was dismissed by 
the district court on motion by appellee. On appeal to the Circuit 
Court of Appeals, Ninth Circuit, the decree of the district court 
was affirmed. Van Camp Sea Food Co., Inc. v. Westgate Sea 
Products, 28 F. (2d) 957 [19 T.-M. Rep. 189]. 

In its decision, the Circuit Court of Appeals stated that both 
parties had caused their trade-marks to be registered. Thereupon, 
the court, among other things, said: 

Were the word “chicken,” common to the two trade-marks, a purely 
fanciful term, and made equally prominent in both, we might have a 
case of sufficient doubt to warrant a hearing of evidence. But, as regis- 
tered, the two combinations are similar neither in appearance nor in 
sound, and if, as appellant contends, it be conceded that “chicken” is the 
dominant word in its combination, it cannot be said to have such promi- 
nence in that of the defendant. Moreover, “chicken,” as used by the 
plaintiff, is not a purely fanciful term, but is measurably descriptive. 
True, in its primary or most popular meaning, it designates the young 
of the domestic hen, and less commonly, the young of wild birds, but it 
is sometimes used to denote living things of the sea as well as of the 


land. Its application has been so extended apparently because in a 
figurative sense it has come to signify something young and tender. 


After some further discussion of the question of the descrip- 
tiveness of the involved trade-marks, the court stated that its deci- 
sion should not be understood as holding that appellant’s trade- 
mark registration was invalid. However, it is evident from its 
decision that the court was of opinion that both marks were de- 
scriptive. To what extent it was influenced in holding that the 
involved marks were not confusingly similar, by its views that they 
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were descriptive, we do not know. But, however that may be, if 
the involved marks are descriptive, the tribunals below erred in 
holding that appellee was entitled to have its mark registered. 

Appellee concedes that appellant’s trade-mark is valid, and 
that question is, therefore, not before the court in this case. 

The question of the descriptiveness, or misdescriptiveness of 
appellee’s mark is involved in the issue of the right of registration. 
However, in view of the conclusion we have reached as to the con- 
fusing similarity of the marks, we find it unnecessary to consider 
other issues. 

Appellant has popularized its goods and its trade-mark. It 
has expended thousands of dollars in advertising them throughout 
the United States, and its trade-mark “Chicken of the Sea” is 
undoubtedly of very great value. Although its goods possessed 
the same descriptive properties, and were sold in the same market 
and in the same stores as the canned fish of appellant, appellee, 
in 1926, adopted and used the trade-mark “Breast O’ Chicken” 
on canned fish. 

It is true, as argued by counsel for appellee, that the involved 
trade-marks are not identical either in appearance or in sound. 
However, the mark of appellee includes, as its dominant feature, 
one of the dominant features of appellant’s mark—the word 
“Chicken”—and closely simulates appellant’s trade-mark. 

The law does not require that, in order that confusion, mis- 
take, and deceit may be avoided, trade-marks used on such a com- 
mon and widely used article of food as canned fish, shall be care- 
fully analyzed and dissected by the consuming public. Lever 
Brothers Co. v. Riodela Chemical Co. (Now by Change of Name 
the Tex Co.), 17 C. C. P. A. (Patents) 1272, 41 F. (2d) 408 
[20 T.-M. Rep. 311]. 

The general purpose of the law of trade-marks is to prevent 
“one person from passing off his goods or his business as the goods 
or business of another.’ California Packing Corporation v. Till- 
man & Bendel, 17 C. C. P. A. (Patents) 1048, 40 F. (2d) 108 
[20 T.-M. Rep. 238]; The B. F. Goodrich Co. v. Olive E. Hock- 
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meyer, et al., 17 C. C. P. A. (Patents) 1068, 40 F. (2d) 99 [20 
T.-M. Rep. 205], and cases cited. 

Although there is nothing in the record to establish affirma- 
tively that appellee designedly simulated appellant’s trade-mark, 
nevertheless, considering the similarity of the marks and other 
facts and circumstances of record, it would seem to be clear that the 
use by appellee of its trade-mark concurrently with the use by 
appellant of its trade-mark would cause confusion in the mind of 
the public, and would result in appellee trading on appellant’s good- 
will and popularity, with corresponding damage to both the public 
and appellant. 

The decision is reversed. 


C. E. Lanerietp (Doine Business as THE Sotvite Co.) v. 
Sotvit-ALt Corporation 


United States Court of Customs and Patent Appeals 
April 29, 1931 


TrapE-Marxs—Opposit1on—Goops oF SAME Descriptive PROPERTIES. 
Sanitary solvents for cleaning, disinfecting and deodorizing toilet 
bowls, held to be of the same descriptive properties as gasoline for 
cleaning garments, fabrics, carpets, automobile seats and other articles. 
Appeal from a decision of the Commissioner of Patents, dis- 
missing a trade-mark opposition. Reversed. For the Commis- 
sioner’s decision, see 20 T.-M. Rep. 158. 


Edward §. Rogers, Allen M. Reed, William T. Woodson 
(Browne § Phelps and Thomas L. Mead, Jr., of counsel), 
all of Chicago, Ill., for appellant. 

Ward & Crosby (Joshua Ward, of counsel), all of New York 
City, for appellee. 


Hatrietp, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents 
affirming the decision of the Examiner of Interferences dismissing 
the opposition of appellant and holding that appellee was entitled 
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to the registration of the trade-mark “Solvit-All” for use on sani- 
tary solvents, for cleaning, disinfecting and deodorizing toilet bowls 
and similar articles. 

In its application for registration filed March 29, 1928, appel- 
lee alleged that it had used its trade-mark since November 17, 1927. 

It appears from the record that appellant has used its trade- 
mark “Solvite” since 1924 on a cleaning preparation, used, when 
mixed with gasoline, for cleaning garments, draperies, fabrics, 
rugs, carpets, automobile seats, and other articles from which it 
is desired to remove “greasy and other substances” ; that appellant’s 
product is in the form of paste and is sold throughout the United 
States in small cartons to drug stores, grocery stores, department 
stores, hardware stores, hospitals, garages, corset companies, and 
other concerns; and that appellant has expended large sums of 
money in advertising its product and its trade-mark. It also 
appears from the record that appellee’s product is sold to grocery 
and department stores, and that appellee has made some effort to 
sell it to drug stores. 

Appellee’s product is in liquid form, is sold in small contain- 
ers, and is applied with a brush to the surfaces to be cleaned and 
deodorized. 

The tribunals below concurred in holding that appellant was 
the first to adopt and use its mark; that the goods of the parties 
were not of the same descriptive properties; and that the involved 
marks were not confusingly similar. 

It is true that the goods of the parties do not possess, entirely, 
the same essential characteristics. Nevertheless, the purposes for 
which they are used are of the same general nature and are closely 
associated and related. They are both used for cleaning purposes 
by the general public, are sold in the same stores, and, although 
a purchaser would not confuse the two products, confusion as to 
their origin would probably result should the parties use their 
trade-marks concurrently. 

We are of opinion, therefore, that the goods are of the same 


general class and possess the same descriptive properties within 
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the principles heretofore announced by this court. California 
Packing Corporation v. Tillman & Bendel, 17 C. C. P. A. (Patents) 
1048, 40 F. (2d) 108 [20 T.-M. Rep. 288] ; B. F. Goodrich Co. v. 
Hockmeyer (Zipon Mfg. Co., Substituted), 17 C. C. P. A. (Patents) 
1068, 40 F. (2d) 99 [20 T.-M. Rep. 205] ; Sun-Maid Raisin Grow- 
ers of California v. American Grocer Co., 17 C. C. P. A. (Patents) 
1084, 40 F. (2d) 116 [20 T.-M. Rep. 800]; Cheek-Neal Coffee 
Co. v. Hal Dick Mfg. Co., 17 C. C. A. (Patents) 1108, 40 F. (2d) 
106 [20 T.-M. Rep. 274]; Cluett, Peabody § Co., Inc. v. Harto- 
gensis (Arrow Emblem Co., Inc., Substituted), 17 C. C. P. A. 
(Patents) 1166, 41 F. (2d) 94 [20 T.-M. Rep. 452]; Kotex Co. 
v. McArthur, 18 C. C. P. A. (Patents) ) , 45 F. (2d) 256 [21 
T.-M. Rep. 47]; Revere Sugar Refinery v. Joseph G. Salvato, 
18 C. C. P. A. (Patents) [21 T.-M. Rep. 192]. 

That the marks are confusingly similar is evident and re- 
quires no discussion. 

For the reasons stated, the decision of the Commissioner of 
Patents is reversed. 





Tue GitBert Company v. Joun C. Gitpert CuHocoxiate Co. 
United States Court of Customs and Patent Appeals 
April 27, 1931 






Trape-Marxs—Opposition—Goops or SAME Descriptive Properties. 
Chewing gum held to be of the same descriptive properties as 

chocolate candies. 

Appeal from a decision of the Commissioner of Patents sus- 

taining a trade-mark opposition. Affirmed. For the Commis- 

sioner’s decision, see 19 T.-M. Rep. 521. 





Wm. Steell Jackson, of Philadelphia, Pa., for appellant. 
Otis A. Earl and Fred L. Chappell, both of Kalamazoo, Mich., 
for appellee. 
Buanp, J.: Appellant herein has appealed from a decision of 
the Commissioner of Patents, which reversed the decision of the 
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Examiner of Trade-Mark Interferences, which latter decision dis- 
missed the opposition proceeding which appellee had instituted. 

In the decision of the Commissioner the facts in the case and 
the law applicable thereto are so clearly and, in our view, so aptly 
stated, that we feel it unnecessary to either set out in detail the 
facts or to discuss, at any great length, the law. 

The opposer, appellee, of the State of Michigan, has since 
1898, engaged in the manufacture and sale of confectionery, gen- 
erally designated as chocolates, its products being widely sold 
throughout the United States under the trade-mark “Gilberts,” 
usually in script. Said mark was registered on March 1, 1910, 
under the ten-year exclusive use provision of the trade-mark act. 

The Gilbert Company, appellant, applicant, is a firm com- 
posed of J. H. McGill and Gilbert B. Mustin, and it is claimed 
that the origin of the word “Gilberts,” which appellant seeks to 
register, is formed by a combination of part of the surname of 
J. H. McGill and the Christian name of Gilbert B. Mustin. The 
Gilbert Company shows use, since May, 1926, of the trade-mark 
“Gilberts” in script, almost identical with that of appellee, upon 
medicated chewing gum. The mark of appellant, which it seeks 
to register, contains the name “Gilberts,” as above indicated, as 
its most pronounced feature, accompanied by the words “Soda 
Mint Gum” and a small triangle, all placed in a rectangular black 
background. The words “Soda Mint Gum” are disclaimed. 

The Examiner of Interferences dismissed the opposition on the 
ground that candy and chewing gum were not goods of the same 
descriptive properties. The Commissioner reversed this finding 
of the Examiner of Interferences and held that the goods were 
of the same descriptive properties, and that the marks were almost 
identical. 

Appellant insists that its goods are in the nature of a medical 
preparation and that there would be no likelihood of confusion 
between a medicated chewing gum and chocolates. 

The record establishes clearly that the chocolates of appellee, 
of more than eighteen different varieties and of very high grade, 






268 TWENTY-ONE TRADE-MARK REPORTER 


are sold in drug stores, candy stores, cigar stores, hotels, depart- 
ment stores, clubs and various other places; that the said “Gil- 
berts”’ chocolates are well and favorably known in such places of 
business ; that chewing gum is displayed and sold in the same places 
of business as chocolates, and that the goods are usually displayed 
side by side. 

We think chewing gum such as appellant manufactures and 
sells is merchandise of the same descriptive properties as chocolate 
candies. California Packing Corporation v. Tillman & Bendel, 
17 C. C. P. A. (Patents) 1048, 40 F. (2d) 108 [20 T.-M. Rep. 
288]; California Packing Corporation v. Price-Booker Mfg. Co., 
52 App. D. C. 259, 285 Fed. 998 [20 T.-M. Rep. 800]; J. E. 
Palmer Co. v. Nashua Mfg. Co., 17 C. C. P. A. (Patents) 583, 34 F. 
(2d) 1002 [19 T.-M. Rep. 469] ; Sun Maid Raisin Growers of Cali- 
fornia v. American Grocer Co., 17 C. C. P. A. (Patents) 1034, 40 F. 
(2d) 116 [20 T.-M. Rep. 800]; Yale Electric Corp. v. Robertson, 
26 F. (2d) 972 [17 T.-M. Rep. 414]; Aunt Jemima Mills Co. v. 
Rigney Co., 247 Fed. 407 [8 T.-M. Rep. 163]; Williamson Candy 
Co. v. Ucanco Candy Co., 3 F. (2d) 655 [14 T.-M. Rep. 383]; 
Heekin Co. v. Lawrenceburg Roller Mills Co., 17 C. C. P. A. 
(Patents) 1093, 40 F. (2d) 119 [20 T.-M. Rep. 306]; Cluett, 
Peabody & Co. v. Hartogensis, 17 C. C. P. A. (Patents) 1166, 
41 F. (2d) 94; Skookum Packers Assn. v. Pacific Northwestern 
Canning Co., 18 C. C. P. A. (Patents) , 45 F. (2d) 912 [21 
T.-M. Rep. 50]. 

Appellee’s trade-mark “Gilberts” is taken from the name of 
the owner or founder of the company. Since it is in script and 
is registered under the ten-year exclusive use clause of the act, the 
right to the ownership and use of such a trade-mark is not seriously 
questioned here. See Thaddeus Davids v. Davids and Davids, 233 
U. S. 461 [4 T.-M. Rep. 175] (84 S. Ct. Rep. 648) ; J. B. Williams 
Co. v. Williams, 18 C. C. P. A. (Patents) » — F. (2d) 

[21 T.-M. Rep. 188]. Appellant’s claim of right to use the word 
“Gilberts” does not involve the question of the right of a party to 
use his own name in the sale of his goods. It is not claimed that 
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the word “Gilberts” of appellant is the name of the manufacturer 
or seller of the goods, except as above indicated. 

We think, since the goods are of the same descriptive proper- 
ties, and the trade-marks are practically identical, that confusion 
would result within the meaning of Section 5 of the Trade-Mark 
Act of February 20, 1905, and that registration of appellant’s 
mark should not be granted, and that the Commissioner of Patents 
properly denied registration; and his decision is affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation 


Kinnan, F. A. C.: Held that the petition brought by William 
Donahey and Reid, Murdoch & Co., for the cancellation of a regis- 
tration issued under the Act of 1905, to the Oconomowoc Canning 
Company, of the term “Teenie Weenie” as a trade-mark for canned 
vegetables, was properly dismissed. 

In his decision, after noting that Donahey had obtained regis- 
tration of the mark upon newspaper sections and cut-out dolls and 
that the record showed that about 1914 he began the publication 
of a series of cartoons with certain explanatory matter which were 
published under the title “Teenie Weenies,’ the First Assistant 
Commissioner stated that a suit brought by Donahey against the 
Oconomowoc Company had been dismissed and that a suit brought 
by the Oconomowoc Company against Reid, Murdoch & Co. for 
infringement of the former’s registered trade-mark had been de- 
cided in the plaintiff's favor and that the facts as to these cases 
were set out in detail, and further said: 


It will be sufficient to state that the findings of fact and conclusions 
of law made by the Examiner of Trade-Mark Interferences and by the 
court are deemed clearly right.’ 


* William Donahey and Reid, Murdoch & Co. v. Oconomowoc Canning 
Company, 156 M. D. 615, March 27, 1931. 
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Conflicting Marks 


Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for sled-propulsion attachments for automobiles, 
the compound word “Snow-Bird” in view of the prior adoption and 
use of a mark consisting of the word “Snow-Flyer” as a trade- 
mark for the same goods (registration No. 240,703), on the ground 
that the marks as applied to the goods are confusingly similar. 

In his decision, the Assistant Commissioner said: 


The word “Snow” does not bear the relation of an adjective to either 
the word “Flyer” or the word “Bird.” When so regarded, the two marks 
are believed to be confusingly similar to each other. A snow-bird is a 
flyer, and the word “flyer,” while used in connection with other objects, 
naturally suggests the idea of a bird, and when preceded by the word 
“snow,” of a snow-bird. The confusion of the two marks as to the origin 
or ownership of the goods would be more likely when the two marks 
are concurrently appropriated to the same goods. 


So far as the question of descriptiveness of the word “Snow” 
raised by the applicant is concerned, after noting that the two 
marks were compound words formed of the word “snow” and an- 
other word, he said: 


They are, therefore, compound words, as above indicated, and so 
considered, the word “snow” is not used in a descriptive sense in either 
mark.” 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, as a trade-mark for lubricating oils and greases, the notation 
“Froco” in view of the prior adoption and use by opposer of the 


term “Roco” as a trade-mark for the same goods, on the ground 


that the marks are confusingly similar. 

In his decision, after stating that the opposer had used its 
mark for nearly two years prior to any date to which the applicant 
was entitled and had used the mark very extensively, and noting 
applicant’s reference to more or less similar marks and its argu- 
ment that since the opposer, in obtaining registration of its mark, 
argued it was not confusingly similar to prior registered marks 
“Oroco” and “Rocolene” as used upon the same goods, it is 


*The Snow Flyer Corp. v. F-S Mfg. Co., Inc., 156 M. D. 605, March 
19, 1931. 
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estopped to urge a likelihood of confusion between its mark and 
that of the applicant, the First Assistant Commissioner said that 
the more recent decisions of the Court of Customs and Patent 
Appeals are persuasive that where confusion is probable registra- 
tion should be denied in a proceeding like this. 

He further said that in the case of MacEachen v. Tar Products 
Corporation, 398 O. G. 542, 41 F. (2d) 295, 17 C. C. P. A. 
(Patents) 1264 [20 T.-M. Rep. 464], the court made it plain that 
“probable confusion in trade constituted the crucial test in deter- 
mining whether an opposition should be sustained,” and then said: 

It is deemed the marks of the applicant and the opposer are clearly 
confusingly similar and that the goods are substantially the same. The 
applicant has adopted the complete mark of the opposer and has added 
to it a single letter. The marks consist each of two syllables which sound 


alike, are spelled the same except as to the initial letter “F” in the appli- 
cant’s mark, and look alike.’ 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the words “Snow Princess” as a trade-mark for hosiery, 
in view of the long prior use of opposer of the term “Princess” 
upon such goods. 

In his decision the First Assistant Commissioner, after noting 
that applicant had taken no testimony and alleged no date earlier 
than 1929, while the opposer had established use of its mark since 
1914, noting applicant’s argument that, in view of a number of 
registrations, the word “Princess” as applied to hosiery was publici 
juris, in which argument attention was called to a decision of the 
Circuit Court of Appeals of the Second Circuit (188 F. 63) in 
which the term “Princess” as applied to shirt-waists and similar 
garments had been held to be publici juris and after noting that 
shirt-waists and hosiery had not always been regarded by this 
Office as being goods of the same descriptive properties, said: 

However this may be, the fact, as found by the court, that certain 
types of shirt-waists had long been referred to as Princess garments is 


not regarded as persuasive that as to hosiery the word is public or com- 
mon property. 


* Richfield Oil Company of California v. The Franklin Railway Oil 
Co., 156 M. D. 611, March 24, 1931. 
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Although it does appear that this word “Princess” has been extensively 
used in connection with trade-marks upon various forms of wearing 
apparel, it is deemed clear enough that the opposer’s rights over those 
who have used or may be still using this word on wearing apparel is 
not before this tribunal for consideration. (Citing decisions.) 


He then said: 


It is believed that confusion in trade would be inevitable if both 
marks were used upon hosiery in the same market. Customers would be 
quite likely to call for the goods as “Princess hosiery.” They do not see 
the goods and the marks side by side, but frequently remember a dis- 
tinctive word or part of a mark.‘ 


Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for shaving cream, the mark described by the 
applicant as comprising “a large letter “G’ crossed by a scroll and 
having his own name, Gillette (disclaimed) printed across the 
scroll,” in view of the prior use by opposer of the name “Gillette” 
as a trade-mark for shaving soap in sticks and the use of that name 
on safety razor sets, etc. 

The ground of the decision is that the marks are so similar 
that their contemporaneous use would be likely to cause confusion. 

In his decision, after noting applicant’s argument that every 
man has a right to use his own name and that applicant’s mark 
is not confusingly similar to the opposer’s, the Assistant Commis- 
sioner stated that the right of a person to use his own name in 
connection with his business is not absolute, but qualified, and sub- 
ject to the rights of others and that the purchasing public should 
have the right to trace, through the agency of a trade-mark asso- 
ciated with goods, the manufacturer or owner of the goods and 
that the right of registration is not a common-law right but a 
statutory right, and then said: 


By reason of the extensive advertising by the Gillette Safety Razor 
Company and the wide distribution of its goods, the name Gillette and 
such goods have become so prominently associated in the public mind 
that the name suggests the goods. The mark of the applicant and those 
of the opposer would have the same effect upon the public mind, whether 
affixed to the applicant’s goods or to the opposer’s goods. The public, 
therefore, would be unable to discriminate between the respective goods 
of the parties and confusion as to their origin would be inevitable. 


*Peck & Peck v. Bear Brand Hosiery Co., 156 M. D. 619, March 30, 
1931. 
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He then stated that applicant’s mark was not distinctively 
displayed within the ruling laid down in certain decisions cited 
and said: 

In the applicant’s mark, it is believed that the word Gillette, when 
associated with the words “shaving cream,” is a dominant characteristic 


of the mark and that the letter “G” would be recognized by the public 
as constituting merely the initial letter of the name.* 


Descriptive Terms 


Moorg, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for coal-burning stokers, 
the notation “forced underfiring,’ on the ground that this mark is 
merely descriptive of the goods. 

In his decision, after referring to the statute and setting out 
what applicant has defined as the principle of its coal-burning 
stoker, the Assistant Commissioner said: 

The term “forced,” when considered in connection with the applicant’s 
stoker, has no other meaning than that of forced draft. The term “under- 
fire” has been defined “to fire from beneath,” and has no other meaning 
when considered in connection with the applicant’s stoker. It follows, 


therefore, that the applicant’s mark means to one skilled in the stoker 
art that the stoker is of the forced draft underfiring type." 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, the notation ‘““Wired Heat” as 
a trade-mark for electric heaters, on the ground that these words 
are merely descriptive of the goods. 

In his decision, after stating that electric heaters include wires 
of sufficient resistance to be raised to a high enough temperature 
to produce the desired heat, the First Assistant Commissioner said: 


It may be said either of the two words of the notation used alone 
in connection with goods of the character here under consideration would, 
beyond any question, be merely descriptive. “Heat” as applied to a 
heater is obviously descriptive and “wired” as applied to an electric 
heater would as clearly be descriptive. It may be also noted that “wire 
heat” would be merely descriptive because the heat is produced by the 
heating of the wire and so the wire gives off the heat and the heat would 


5 Gillette Safety Razor Co. v. Lewis W. Gillette, 156 M. D. 621, March 
31, 1931. 

*Ex parte Iron Fireman Manufacturing Co., 156 M. D. 602, March 
16, 1931. 
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be correctly described as wire heat. No question could be raised as 
to the fact that the words “wired heater” are merely descriptive. The 
two words for which registration is sought are claimed by the applicant 


to possess a significance when used together which is not merely descrip- 
tive.’ 


Kinnan, F. A. C.: Held that the term “Copperweld” is not 
registrable, under the Act of 1905, as a trade-mark for electric 
wires, electric cable, etc., since it is merely descriptive of the 
goods. 

In his decision, after noting that the goods upon which the 
mark is used consist of electric conductors made up of an iron or 
steel core surrounded by a copper sheath welded to the core and 
further noting that while such conductors are frequently referred 
to in the trade as “copper clad,” it is deemed obvious that they are 
more accurately described by the words “copper weld” or “copper 
welded conductors,’ the First Assistant Commissioner said: 


It would seem, therefore, that a steel conductor having copper welded 
around it is aptly described by these words. The applicant has sought 
to establish that by putting the two words together, as shown in the 
notation sought to be registered, a new and coined word is produced, and 
urges that because such a word is not found in the dictionary it becomes 
purely fanciful. Of course, both words are found separately in the dic- 
tionary and have an established meaning. 


He further noted that the applicant had obtained registrations 
of composite marks including the notation “Copperweld” upon 
quite similar goods, but the exclusive use of the word “Copperweld” 


was disclaimed except in connection with the other features of the 
marks.* 


Goods of Same Descriptive Properties 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the term “Ethyl” as a trade-mark for storage batteries, in 
view of the prior adoption, use and registration by opposer of 
the same term as a trade-mark for motor fuel oil. 

The grounds of the decision are that the goods of the respec- 
tive parties are such that, if the same mark were used on both, 


‘Ex parte William Wesley Hicks, 156 M. D. 608, March 20, 1931. 
* Ex parte Copperweld Steel Company, 156 M. D. 616, March 28, 1931. 
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confusion would be likely and that the mark is a distinctive portion 
of the opposer’s corporate name. 

With reference to the goods, after noting that automobiles 
use gasoline as the motor fuel and storage batteries to furnish the 
initial start to the engine and to furnish the electric spark to ignite 
the charge and both are used on the same vehicles, the First As- 
sistant Commissioner said: 


There would appear to be a reasonable probability that one 
familiar with the trade-mark and goods of the opposer and seeing the 
same mark upon the battery would think the latter had its origin with 
the opposer company. In view of the holdings in the cases of Cluett, 
Peabody & Co., Inc. v. Samuel Hartogensis (Arrow Emblem Co., Inc., 
Sub.), 396 O. G. 707, 41 F. (2d) 94, 17 C. C. P. A. (Patents) 1166 [20 
T.-M. Rep. 452], and Kotex Company v. Clarence M. McArthur, 404 O. G. 
4, C. C. P. A. [21 T.-M. Rep. 47], it is believed proper to hold that con- 
fusion of origin being likely, the goods of the respective parties belong 
to the same class. 


With reference to the opposer’s corporate name, he said: 


. . . « There is no showing that this portion of opposer’s name has 
been used by others in connection with goods of this class prior to the 
formation of the opposer corporation. It would seem in consequence that 
the applicant should not have adopted as its mark so distinctive a portion 
of the opposer’s corporate name.’ 

With respect to the argument of applicant that the term has a 
meaning in the language in connection with such classes of goods 
as alcohols and hydrocarbons and therefore the right which the 
opposer might otherwise have is restricted, he said: 


There is no contention, however, that the word is descriptive of the 
goods of either of the parties. It is believed the applicant in selecting 
its mark should not have chosen that which the opposer has been from 
a date long prior using upon its goods and in its corporate name. 


Goods of Same Descriptive Properties 


Moore, A. C.: Held that applicant is not entitled to register 
the word “Monarch,” as a trade-mark for electric toasters, heating 
pads, sadirons, curling irons, etc., in view of the prior adoption, 
use and registration by opposer of the same term as a trade-mark 
for ranges other than gas stoves, oil stoves or vapor stoves. 


* Ethyl Gasoline Corp. v. Lyons Storage Battery Co., 156 M. D. 596, 
March 9, 1931. 
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The ground of the decision is that the goods are of the same 
descriptive properties, therefore the use of the same mark thereon 
would be likely to cause confusion. 

In his decision, after stating that it was admitted that the 
opposer was the first to use the mark and noting applicant’s argu- 
ment that the opposer’s goods were all relatively heavy and for 
the most part permanently located for use, whereas the applicant’s 
goods were lightweight electrical appliances, the Assistant Com- 
missioner, after stating that it may be true that the goods of the 
two parties are specifically different, said: 


Yet all of the said devices belong to the same class, and bear 
such relation to one another in function and use as would be likely to 
confuse the public mind as to their origin or ownership when offered for 
sale under the same trade-mark. They must, therefore, be held to have 
the same “descriptive properties,” under Section 5 of the Trade-Mark 
Act of February 20, 1905, as the language of this section has been con- 
strued by the United States Court of Customs and Patent Appeals in 
the following cases. (Citing decisions.) 


Kinnan, F. A. C.: Held that Bettes & Mumpeton, Inc., is 


entitled to register the term “Finesse,” as a trade-mark for toilet 
soaps, although it did not commence the use of the mark on those 
specific goods until after its use on such goods by Marshall Field & 
Company. 

The ground of the decision is that, while Betts & Mumpeton, 
Inc., were the later of the two parties to, adopt the mark on facial 
soaps, it had used the mark long prior to that time on various other 
toilet articles including face powder and cleansing creams, founda- 
tion creams, lip sticks, etc. 

In his decision, after noting the facts as above and stating 
that Marshall Field & Company would be entitled to registration 
only if the goods upon which registration is sought were of different 
descriptive properties from those upon which Betts & Mumpeton, 
Inc., had previously used it, the First Assistant Commissioner said: 


It is believed clear enough that toilet soaps belong to the same class 
and possess the same descriptive properties, as these terms have been 
interpreted by the courts, as the goods upon which the appellee first used 


* Malleable Iron Range Co. v. Knapp-Monarch Co., 156 M. D. 598, 
March 11, 1931. 
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the mark. It is deemed obvious confusion in trade would result if this 
mark appeared in the same market upon the cosmetics to which the 
appellee first applied the mark and the toilet soap to which the appellant 
applies such mark." 


Interference—E vidence 


Moore, A. C.: Held that the Ladies Garment Manufacturing 
Company has established that it adopted and used the term “Boule- 
vard Frocks” as a trade-mark for dresses prior to the adoption and 
use of that mark for the same goods by Chas. A. Stevens & Bros., 
and that the former is entitled to the registration of that mark 
under the Act of February 20, 1905. 

The decision turns upon the testimony as to adoption and use 
and the Assistant Commissioner held that the Ladies Garment 
Manufacturing Company had established the adoption and use of 
the mark prior to June 20, 1927, the date of adoption and use 
alleged by Chas. A. Stevens & Bros. 

In his decision with reference to the testimony as to the adop- 
tion of the mark, the Assistant Commissioner, after stating that it 
had been held that in order to acquire title to a mark the trader 
must do three things, namely, adopt the mark, apply or attach it 
to a vendible commodity, and market the commodity, said: 






























The term “adopt” as above used presupposes knowledge of the mark 
adopted. Now, knowledge of a mark can be acquired only as a mental 
concept, or by external suggestion. . . . While the act of originating a 
mark has no controlling effect on the question of priority of trade-mark 
use of a mark, yet it is believed to be important in this case as having a 
corroborative effect on other parts of the appellant’s evidence. 

With reference to the testimony that an advertisement was 
published in a Minneapolis paper of May 15, 1927, by the Leader 
Mercantile Company, featuring “Boulevard Frock’ dresses, he 
said, after quoting from the holding in McKesson § Robbins, Inc. 
v. Charles H. Phillips Chemical Co., et al., 41 F. (2d) 785 [20 
T.-M. Rep. 343], that it would be unreasonable to assume that 
labels which had been printed were not used and it would be safe 
to assume that the goods were sold with the labels attached: 


“Marshall Field & Co. v. Betts & Mumpeton, Inc., 156 M. D. 609, 
March 283, 1931. 
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It would be equally reasonable to assume that dresses advertised 
under a trade-mark would be offered for sale with the trade-mark at- 
tached.” 


Non-conflicting Marks 


Moorz, A. C.: Held that applicant is entitled to register the 
term “Adjust-O-Matic” as a trade-mark for electric sadirons, not- 
withstanding the prior adoption and use by opposer of the terms 
“Oil-O-Matic” and “Dist-O-Matic” as trade-marks for oil burners 
and the term “Ice-O-Matic” as a trade-mark for refrigerators on 
the ground that the marks are not confusingly similar and the 
goods not of the same descriptive properties. 

With respect to the marks, the First Assistant Commissioner 
stated that opposer’s contention amounted to the claim that it was 
entitled to prevent others registering any mark containing the suffix 
“Q-Matic,” and said: 


Such a contention, carried to its logical conclusion, would prevent 
the other party from associating with any of its automatic household 
utilities the word “Aut-O-Matic.” Obviously such contention is too broad 
and untenable. 


With respect to the goods, he said: 


As to the properties of the respective goods, it is observed that oil 
burners and refrigerators obviously have not the same descriptive proper- 
ties as electrically heated sadirons. They are classified in different classes 
in this Office. 


He further said: 


In conclusion, it may be noted that confusing similarity between 
marks may not be determined by comparing only parts thereof. When 
the respective marks of the parties are compared in their entirety, and 
considered in connection with the respective goods with which they are 
used, it is believed that the dissimilarities of the marks and the different 
descriptive properties of the goods are such as would not be likely to 
confuse the public mind as to the origin of the goods.” 


Moore, A. C.: Held that applicant is entitled to register, as 
a trade-mark for wheat flour, a mark consisting of the term “Kan- 
sas Pilot” and the pictorial representation of a sunflower with 


* Ladies Garment Mfg. Co. v. Chas. A. Stevens & Bros., 156 M. D. 
589, March 5, 1931. 

* Williams Oil-O-Matic Heating Corp. v. Westinghouse Electric & Mfg. 
Co., 156 M. D. 594, March 9, 1931. 
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the head of a lady wearing an aviator’s helmet and goggles and the 
words “Above Them All,” notwithstanding the prior use by opposer 
of the use of the term “Sky Pilot’ as a trade-mark for the same 
goods. 

The ground of the decision is that the marks are not so similar 
that their contemporaneous use would be likely to cause confusion. 

In his decision, after noting that the word “Pilot” had been 
registered by another party as a trade-mark for flour in 1910 and 
that the certificate of that registration had been renewed and that 
in opposer’s mark the word “pilot” is qualified by the word “sky,” 
while in applicant’s mark the word “‘pilot’” is qualified by the word 
“Kansas” and the pictorial representation above referred to, the 
Assistant Commissioner stated that applicant’s argument that “Sky 
Pilot” referred to an aviator was without authoritative support 
since the expression was also a slang term used to refer to a clergy- 
man, and said: 


As the two marks do not look alike, or sound alike, or have the same 
signification, it is believed that, when concurrently used, they would not 
produce confusion in the mind of the public as to the origin or ownership 
of the respective goods.” 


No Trade-Mark Use 


Kinnan, F. A. C.: Held that the Wilson-Western Sporting 
Goods Company is entitled to register the term “Ryder Cup” as 
a trade-mark for golf clubs and golf balls while the Allied Golf 
Company is not entitled to register that term as a trade-mark for 
golf bags. 

The ground of the decision is that the goods are of the same 
descriptive properties and that the Wilson-Western Sporting Goods 
Company had proven earlier use of the mark. 

In his decision, the First Assistant Commissioner, after noting 
that the Wilson-Western Sporting Goods Company had established 
use of the mark as early as October 1, 1928, held that the activities 
of the Allied Golf Company, in furnishing ten golf bags in May 
and June, 1927, to the members of the Ryder Cup team with that 


“Cannon Valley Milling Co. v. Roanoke City Mills, Inc., 156 M. D. 
603, March 17, 1931. 
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name appearing thereon, did not amount to trade-mark use. After 
stating that the words appearing on the bags indicated neither origin 
or ownership, but rather the group of individuals for which the 
bags were intended as a gift, he said: 


No doubt the recipients understood to some extent that there was 
advertising value sought by the donor of the bags by reason of such 
gifts. It is believed there is no possible interpretation of this transaction 
in connection with the ten bags which will support the view that it in- 
volved trade-mark use of the mark here under consideration.* 


Kinnan, F. A. C.: Held that the term “McBride’s” is not 
registrable, under the ten-year proviso of the Trade-Mark Act of 
February, 1905, as a trade-mark for tickets for amusement enter- 
prises. 

The ground of the decision is that the goods upon which the 
mark is used are merely tokens of service and not goods or mer- 
chandise and consequently the alleged mark is not “used in com- 
merce.” 

In his decision, after stating that tickets have no intrinsic 
value but are mere evidences of a contract entered into between 
the seller and the purchaser and referring to certain decisions which 
had been cited, the First Assistant Commissioner said: 


A review of the cases referred to by the applicant fails to support the 
contention that the bits of pasteboard in themselves possess any intrinsic 
value or are goods or merchandise in any sense save that they are mere 
evidence that their owners have purchased a right to certain service of 
the nature and to be rendered at a time indicated upon the ticket.’ 


Registration—Priority of Use 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the term “Kalas-Sill” as a trade-mark for canned fish in 
view of the fact that this mark had been used in the United States 
by opposer prior to applicant’s use. 

In his decision, after noting the allegation of the opposer that 
the term “Kalas-Sill” means “banquet herring,” and discussing 


* Allied Golf Company v. Wilson-Western Sporting Goods Co. 1 
M. D. 673, March 26, 1931. 


** Ex parte McBride’ s Theatre Ticket Offices, Inc., 156 M. D. 634, April 
16, 1931. 
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the testimony as to the meaning of the word “Kalas” and noting 
that the word “Sill” means herring, and stating that “If the nota- 
tion is descriptive in Sweden and when used by Swedish people, it 
is not registrable in this country as a trade-mark” (citing deci- 
sions), the First Assistant Commissioner said: 


“It is thought that while the notation is highly suggestive of grade 
or quality of the goods, yet the record does not warrant holding registra- 
tion should be denied solely upon the ground that the notation is merely 
descriptive.” 

He then discussed the testimony and held that it established 
that the opposer had sold, in this country, goods under the notation 
“Kalas-Sill” prior to the date of use established by the applicant 
and has continued to sell goods under that notation and that there- 


fore “applicant has not established that it is the owner of the 
mark,” *7 


Representation of Goods 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, a mark consisting of the repre- 
sentation of a single peanut colored red, the representation of the 
goods apart from the mark being disclaimed, as a trade-mark for 
peanuts in the shell. 

The ground of the refusal is that the mark is merely a pictorial 
representation of the goods and its color, red, cannot be relied 
upon to distinguish the mark as mere color is not capable of 
exclusive use. 

In his decision, the First Assistant Commissioner said: 


“It must be deemed well-settled law that mere color apart from some 
design or symbol cannot alone constitute a valid trade-mark.” (Citing 
the decision of the Supreme Court in Leschen & Sons v. Broderick & Bas- 
com Rope Co., 201 U. S. 166, and other decisions. )** 


Surname 
Kinnan, F. A, C.: Held that the surname “Kahn's” appear- 
ing in a more or less conventionalized script with a paraph is not 


* B. Westergaard & Co. v. Olaf Hertzwig Trading Co., Inc., 156 M. D. 
579, February 12, 1931. 


** Ex parte Floyd R. Perkins, 156 M. D. 558, January 19, 1931. 
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registrable, under the Act of 1905, as a trade-mark for meats, 
lards, etc., since it is a mere surname, not printed, impressed, or 
woven in a particular or distinctive manner. 

In his decision, the First Assistant Commissioner, after noting 
that a mere surname is not the subject of exclusive appropriation 
as a common-law trade-mark and that its registration is specifically 
forbidden unless written in a particular or distinctive manner, said: 


It is believed plain enough the surname sought to be registered falls 
within the class prohibited by the statute. The letters of the name are 
not materially different from letters in common use. Attention is invited 
to the attached photostat of an advertisement recently appearing in a 
Washington, D. C., newspaper. The name “Kann’s” there disclosed is 
somewhat similar as to the type of letters to that sought to be registered. 
It is considered that to the average member of the public there is no 
practical difference between the lettering of the two names. The “K” 
of applicant’s surname is further not materially different from that in the 
word “Work” appearing on the photostat save that the applicant’s initial 
letter is inclined rather than placed vertically. This publication is not 
cited as a reference but is merely illustrative of forms of type long in 
common use.” 


* Ex parte E. Kahn’s Sons Company, 156 M. D. 604, March 18, 1931. 








